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UNITED DRUG CO. V. OBEAR-NESTER GLASS CO. 


Unitep Drue Company v. OsBEAR-NEsTER GLass COMPANY 
United States Circuit Court of Appeals, Eighth Circuit 


July 3, 1940 


Trape-Marks—INFRINGEMENT—BEARING OF Goop FairH. 

Infringement does not depend upon the good faith or the bad 
faith of the infringer, although good faith may have an effect upon the 
measure of damages recoverable under the statute. 

Trape-Mark INFRINGEMENT—“ReEx” anv “ReExaLt”—Conruictinc Marks. 

The word “Rexall,” used by appellant as a trade-mark on its drug 
prescriptions and as a trade-name on its drug stores, held to be con- 
fusingly similar to appellee’s trade-mark “Rex,” used on a variety of 
articles, including prescription bottles. 

Trape-Mark—INFRINGEMENT—DeEFENDANT’S Bap Fairu. 

The continued use of the “Rexall” mark on prescription bottles 
without notice to plaintiff after 1932 held to have been in bad faith. 
In equity. Action for trade-mark infringement. From a decree 

of the District Court, Eastern District of Massachusetts, for plain- 
tiff, defendant appeals. Affirmed. 


Delos G. Haynes (John D. Pope III, on the brief), both of St. 
Louis, Mo., for appellant. 

Lawrence C. Kingsland (Estill E. Ezell and Edmund C. Rogers, 
on the brief), all of St. Louis, Mo., for appellee. 


Before SANBoRN, THomMAs and Van VALKENBURGH, Circuit 
Judges. 


Tuomas, C. J.: The ultimate question for determination on this 
appeal is whether the registered trade-mark “Rex” imprinted upon 
glass prescription bottles is infringed by the use of the words “The 
Rexall Store” imprinted upon glass bottles used for the same pur- 
pose and sold in the same trade territory in interstate commerce. 


The plaintiff in the district court, appellee, is the owner of the 


trade-mark “Rex.” In the court below it charged infringement by 
the appellant and sought an injunction against further alleged use, 
an accounting and award of profits and damages, and costs. The 
court granted the relief demanded and the defendant appeals. 

In brief the court found the following facts: The plaintiff is a 


< 


Missouri corporation having a place of business in St. Louis, Mo. 
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The defendant, United Drug Company, is a Delaware corporation 
doing business in the State of Missouri, with an office and place of 
business in St. Louis. 

The plaintiff’s trade-mark “Rex” used on bottles was registered 
under U. S. Code, Title 15, Section 96, August 23, 1927, through 
registration certificate No. 231,759, in which the date of first use is 
stated as January 2, 1896, since which date the mark has been used 
continuously on prescription bottles. The plaintiff's business in 
bottles bearing its trade-mark “Rex’’ has been substantial and of 
national distribution since long prior to the first use of defendant's 
trade-mark. 

The defendant has registered its trade-marks, “Rex,” “Rexall,” 
and “The Rexall Store,” at least twelve different times for a wide 
variety of articles, including brushes, razors, pipes, twine and ther- 
mometers. 

The defendant began the application of its “Rexall” trade-mark 
to the prescription bottles in 1931. Its sales to the present time 
have been to two types of stores. The first class consists of agents 
who operate under contract with defendant, and the second consists 
of wholly owned subsidiaries of defendant. The mark extends 


along a panel of the bottle and has “Rexall” in very much larger 
and more prominent letters than the other two words, “The” and 
“Store,” so that only “Rexall” attracts attention. 

The defendant knew of the application of the trade-mark “Rex’”’ 
to prescription bottles by the plaintiff when it first applied its mark 
in 1931 through correspondence with the plaintiff. 


At the time the defendant began the use of its ‘Rexall’ mark on 
prescription bottles in 1931, it knew that “Rexall” had been held 
confusingly similar to “Rex” in 1904 by the Supreme Judicial Court 
of Massachusetts (Regis v. J. A. Jaynes & Co., 185 Mass. 458, 70 
N.E. 480), and that “Rex-A-Cold” had been held confusingly similar 
to “Rexall Cold Tablets” (the trade-mark per se being “Rexall’’) 
by the Patent Office in 1930. 

Notwithstanding the defendant informed the plaintiff by cor- 


respondence in 1932 that it would discontinue furnishing bottles 
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bearing its “Rexall” mark, it continued its use on prescription bot- 
tles without notice to the plaintiff, and in so doing it was guilty of 
bad faith. 

Finally, the court found that there is a manifest likelihood of 
confusion in the minds of purchasers between prescription bottles, 
some of which bear the plaintiff’s ‘““Rex’’ mark and others of which 
bear the defendant’s “Rexall” mark. 

Upon these findings the court concluded as a matter of law that 
the defendant has infringed upon the plaintiff's trade-mark “Rex” 
and upon the good-will thereunder, and that plaintiff is entitled to 
the full relief for which it prayed. 

The defendant admits the use of the accused mark in interstate 
commerce, and maintains that it does not infringe upon plaintiff's 
mark. It contends that the court erred (1) in holding by implica- 
tion that the defendant sold bottles with the simple word “Rexall” 
blown therein, and that sales were not limited to proprietors of 
Rexall stores; (2) in holding that only the word “Rexall’’ in the 
composite phrase ““The Rexall Store” attracts attention; (3) in hold- 
ing that the defendant is guilty of bad faith after the correspondence 
in 1932; and (4) in holding that there is likelihood of confusion. 

The first contention, that the court impliedly found that de- 
fendant sold bottles bearing the word “Rexall” only and that its 
sales have not been limited to the Rexall stores, is contrary to the 
express findings of the court, and is without merit. 

The contention that the court erred in finding that in defendant’s 
mark the word “Rexall” being printed in much larger and more 
prominent letters than the other two words is the only one which 
attracts attention is also without merit. The court’s finding is 
based upon an obvious fact, and this court cannot say that it is 
clearly erroneous. Rule 52(a), Rules of Civil Procedure. 


The finding of the court that the defendant’s continued use of 


its “Rexall” mark on prescription bottles without notice to plaintiff 
after 1932 was in bad faith is also supported by substantial evidence. 
In May, 1982, plaintiff notified defendant that its use of “Rexall” 


on prescription bottles was an infringement of the plaintiff's mark 
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“Rex,” and in June defendant’s counsel wrote counsel for plaintiff 
saying “we will discontinue the furnishing of these bottles when the 
present supply of our manufacturer is exhausted.’”’ There was then 
added, “We may at some time again supply such bottles to Rexall 
druggists. By no means do we now promise or agree not to do so.” 
The defendant did not in fact discontinue to furnish bottles bearing 
the “Rexall” mark and gave the plaintiff no further notice of its 
continued practice. Its conduct supports the finding of the court. 
The finding of the court, however, is immaterial upon the issue of 
infringement. Infringement does not depend upon the good faith 
or the bad faith of the infringer. It is the fact that matters. 
Saxlehner v. Siegel-Cooper Company, 179 U. S. 42; Gehl v. Hebe 
Co., 7 Cir., 276 Fed. 271, 278; Hecker H-O Co., Inc. v. Holland 
Food Corporation, 2 Cir., 36 F. (2d) 767, 768 (4 U. S. P. Q. 8). 
Good faith may have an effect upon the measure of damages re- 
coverable under the statute (15 U. S. C. A. Section 96), but it has 
no bearing upon the question of infringement. S. S. Kresge Co. v. 
Winget Kickernick Co., 8 Cir., 96 F. (2d) 978, 988 [28 T.-M. Rep. 
342]; Queen Mfg. Co. v. Isaac Ginsberg & Bros., 8 Cir., 25 F. 
(2d) 284, 287 [18 T.-M. Rep. 275]; Thaddeus Davids Co. v. Davids 
Mfg. Co., 283 U. S. 461, 471, 34 S. Ct. 648, 58 L. Ed. 1046, Ann. 
Cas. 1915 B, 322 [4 T.-M. Rep. 175]. 

The defendant argues most seriously that the use of the word 
“Rexall” does not infringe the mark “Rex.” Its first reason to sup- 
port this contention is that the law of trade-marks is but a branch 
of the law of unfair competition. As an abstract statement this is 
true, Hanover Star Milling Company v. Metcalf, 240 U. S. 403 [6 
T.-M. Rep. 149]; S. S. Kresge Co. v. Winget Kickernick Co., supra, 
but it does not affect the issues in this case. The statute (15 U.S. 
C. A. Section 96) governing the rights of the parties declares that 
the owner of a registered trade-mark is entitled to recover damages 
against one who “colorably imitate[s]” his mark and affixes the 
imitation to “merchandise of substantially the same descriptive 


properties as those set forth in the registration.” The test of 


whether a trade-mark is infringed has frequently been stated to be 
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whether “an ordinarily prudent purchaser be liable to purchase the 
one, believing that he “was purchasing the other.” S. 8. Kresge Co. 
v. Winget Kickernick Co., supra, at page 987, and cases there cited. 
[t is defendant’s contention that the court erred in finding that there 
is manifest likelihood of confusion in the minds of purchasers be- 
tween prescription bottles, some of which bear the plaintiff's mark 
and others of which bear the defendant’s mark. It is said that there 
cannot be confusion because there are only two groups of purchasers 
of defendant’s prescription bottles. They are the operators of 
Rexall drug stores and the purchasers of prescriptions. The fal- 
lacy in this contention is that if defendant has a right to sell to 
Rexall drug stores it also has a right to sell to all other drug stores. 
It is next asserted that there is no evidence of actual confusion. This 
is of no moment. It is sufficient if the proof shows that purchasers 
are likely to be deceived or confused. Kann, et al. v. Diamond Steel 
Co., et al., 8 Cir., 89 Fed. 706, 707, 710; Gannert v. Rupert, 2 Cir., 
127 Fed. 962; Consolidated Ice Co. v. Hygeia Distilled Water Co., 
3 Cir., 151 Fed. 10, 12. 

An examination of the record is convincing that the court did not 
err in finding infringement. The similarity of appearance of the 
two marks, of the spelling, of the sound, and the fact that the marks 
are used on the same kind of merchandise, all justify the inference 
that purchasers are likely to be deceived by defendant’s mark. This 
conclusion is strengthened by the finding of the Supreme Judicial 
Court of Massachusetts in the case of Regis v. J. A. Jaynes & Co., 
supra, and by the decision of the Patent Office in a similar case. It 
would needlessly extend this opinion to discuss analogous cases. 
The judgment appealed from is affirmed. 
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GreorGe La Monte & Son v. QuayLe & Son CorPorRATION, ET AL. 
United States District Court, Northern District of New York 


July 3, 1940 


Unrair ComMPpetTirion—Svuirs—PLeaDING AND PRACTICE. 
On a motion to dismiss complaint in action for unfair competition 


all allegations of complaint, or part thereof involved, must be taken as 
true. 


TrapeE-Mark INFRINGEMENT AND Unrain ComMPETITION—“SAFETY 
on Sarety Parers—Seconpary MEANING. 

In an action for unfair competition, where plaintiff had for many 
years used the words “Safety Check” as a trade-mark for its safety 
papers, and identified same to the public as its trade-mark, the adop- 
tion and use by defendants of the words “Safety Check” as a trade- 
mark for similar goods held unfair competition, especially as words 
“Safety Check” as used by plaintiff had acquired a secondary meaning. 


CHECK” 


Action for trade-mark infringement and unfair competition. On 
defendants’ motion to dismiss certain paragraphs of the amended 
complaint. Motion denied. 


Kenyon & Kenyon (Douglas H. Kenyon, of counsel), both of 
New York, N. Y., for plaintiff. 

Hun, Parker & Reilly (Earle W. Lawrence, of counsel), both of 

Albany, N. Y., for defendants. 


Cooper, D. J.: This is a motion by the defendant for the dis- 
missal of an alleged cause of action contained in paragraphs No. 11 
and 12 of the amended complaint herein. 





This is a suit for trade-mark infringement and unfair competi- 
tion. 


Paragraphs 11 and 12 of the amended complaint are as follows: 


11. That plaintiff for many years last past and long prior to the acts of 
defendants herein complained of, has used as a trade-mark for certain of 
its safety papers the name “Safety Check,” that the said trade-mark has 
been used by plaintiff to a great extent and made known and advertised 
to the trade and the public as the trade-mark of plaintiff and as a means of 
identifying its safety paper; that the trade, including jobbers, lithographers, 
distributors, printers, banks and others in the trade, and the public have 
been taught to and have used the said trade-mark as a means of identifying 
the safety paper of plaintiff; that the safety paper manufactured and sold 
by the plaintiff under its said “Safety Check” trade-mark has been made 
of good materials and with greatest care and is of high quality; that said 
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trade-mark has become and is an exceedingly valuable asset of the business 
of plaintiff; that the value of said trade-mark and/or the damages caused 
to plaintiff by the infringement complained of exceeds greatly the amount 
of Three Thousand Dollars ($3,000); that plaintiff has had the exclusive 
use of the aforesaid “Safety-Check” trade-mark except for the acts of the 
defendants herein; and that the validity of said trade-mark and the exclu- 
sive rights of the plaintiff therein have been respected and acquiesced in by 
the trade and the public with practical unanimity except for the acts of 
the defendants herein. 

12. That the defendants and each of them, jointly and severally, have, 
prior to the filing of the complaint herein, infringed upon and still are 
infringing upon the aforesaid “Safety Check” trade-mark of plaintiff by 
making, distributing, selling, offering for sale and advertising safety paper 
other than safety paper of the plaintiff, under and using the name 
“Safety Check” and so as to deceive and be likely to deceive the trade and 
the public into the belief that the safety paper of and sold by the de- 
fendants was the safety paper of the plaintiff; and that defendants and 
each of them threaten to continue such infringing and unlawful acts. 


These two paragraphs were inserted into the amended complaint 
by an order of the court, the remaining paragraphs were re-num- 
bered and certain additions were made in re-numbering paragraphs 


13 and 14 in the way of references to new paragraphs 11 and 12. 


It will be seen from the foregoing paragraphs 11 and 12 that the 


plaintiff claims a common law trade-mark in the words “Safety 


Check” and that the words had been long used by plaintiff and had 
been recognized in the trade as indicating the paper manufactured 
by the plaintiff. 

The goods are a particular kind of paper used for bank checks, 
drafts, ete. 

The ground of the defendant’s motion is that “Safety Check” is 
a descriptive term and merely states the characteristics of the paper 
to be used for checks and that there is nothing about these words 
which in law gives those words the legal status of a trade-mark. 

On motion to dismiss a complaint or some part thereof, all the 
allegations of the complaint, or the part thereof involved, must be 
taken as true. 

The defendants cite numerous decisions holding that words 
merely descriptive of characteristics of the product are not the sub- 
ject of trade-mark and cannot become the subject of a monopoly by 
any manufacturer of such goods. In other words, that no mere 
descriptive term can be a valid trade-mark. 
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If this were merely a suit for infringement of trade-mark, the 
defendant’s position would be strong. 

But this is also a suit for unfair competition and the weight of 
authority is that if such descriptive words, though not constituting a 
valid trade-mark, have been used so long, so extensively and so ex- 
clusively by a manufacturer who has used these words as a supposed 
trade-mark, as to identify such words with his product and thereby 
indicate the origin of the goods, in such case the words acquire a 
secondary meaning and will support an action for unfair competition 
against one or more competitors who fraudulently use the same or 
like words to deceive the public into believing their goods are the 
goods long made by the manufacturer using the words as a claimed 
trade-mark. 


This is expressly held in Armstrong Company v. Nu-Enamel 
Corporation, 305 U. S. 315 [29 T.-M. Rep. 3]. 

Much of this decision relates to the validity of the registration 
of the alleged trade-mark there involved. 

But the court held that regardless of the terms ‘““Nu-Enamel” as 
a trade-mark, these words from their long use by the plaintiff had 
acquired a secondary meaning. The court said at page 335: 


Remedies are afforded registrants under the 1920 Act but these remedies 
are for “owners,” and actual and exclusive use, short of a secondary 
meaning, does not qualify a registrant under the 1920 Act as an owner. 
That ownership must be established by proof. Unless this ownership is 
established, no rights of action under the 1920 Act for infringement exist. 
Here we have a secondary meaning to the descriptive term, “Nu-Enamel.” 
This establishes entirely apart from any trade-mark act, the common law 
right of the Nu-Enamel Corporation to be free from the competitive use 
of these words as a trade-mark or trade-name. As was pointed out in the 
Davids case (233 U. S. 461) in considering the ten-year clause of the 
1905 Act, this right of freedom does not confer a monopoly on the use of 
the words. It is a mere protection against their unfair use as a trade-mark 
or trade-name by a competitor seeking to palm off his products as those 
of the original user of the trade-name. This right to protection from 
such use belongs to the user of a mark which has acquired a secondary 
meaning. He is, in this sense, the owner of the mark. 


+ aa * 


The rights of Nu-Enamel Corporation to be free of the competitive use 
of “Nu-Enamel” may be vindicated, also, through the challenge of unfair 
competition, as set out in the bill. The remedy for unfair competition is 
that given by the common Jaw. The right arises not from the trade-mark 
acts but from the fact that “Nu-Enamel” has come to indicate that the 
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goods in connection with which it is used are the goods manufactured by 
the respondent. When a name is endowed with this quality, it becomes a 
mark, entitled to protection. The essence of the wrong from the violation 


of this right is the sale of the goods of one manufacturer for those of 
another. 


The complaint, which must be taken as true, fairly alleges that 
the defendants are palming off their goods in connection with the 
words “Safety Check” as the goods of the plaintiff. 

In paragraph 12 of the amended complaint it alleges that 


defendants and each of them .... are.... making, distributing, selling 
and offering for sale and advertising safety paper other than the paper of 
the defendant and using the name “Safety Checks” so as to deceive and 
be likely to deceive the trade and the public into the belief that the safety 
paper of and sold by the defendant was the safety paper of the plain- 


tiff. . 
Again in paragraph 15, it is alleged that defendants had 


prior to the filing of the bill of complaint herein, and still are, competing 
unfairly with plaintiff by making, distributing, selling, and offering for 
sale, safety paper bearing the trade-marks, markings and indicia of plain- 
tiff .... and by other unfair practices, to such an extent as has and is 
calculated to mislead and deceive customers and prospective customers of 
plaintiff and the trade and the public seeking to buy and use plaintiff's 
safety paper, and is leading and will lead such customers, buyers and the 
trade and public to believe that the safety paper of defendants is the safety 
paper of plaintiff; that said unfair acts have been done by the defendants 
and each of them intentionally and with the fraudulent purpose of mis- 
leading and deceiving the customers of plaintiff, the trade and the public 


as aforesaid. ... 
In paragraph 11, the plaintiff sufficiently alleges that the so- 
called trade-mark 


has been used by plaintiff to a great extent and made known and adver- 
tised to the trade and the public as the trade-mark of plaintiff and as a 
means of identifying its safety paper; that the trade, including jobbers, 
lithographers, distributors, printers, banks and others in the trade, and 
the public, have been taught to and have used the said trade-mark as a 
means of identifying the safety paper of plaintiff... . 


Among the numerous cases cited by the defendant is the Neva- 
Wet Corporation v. The Never-Wet Process Corporation, 277 N. Y. 
163 [28 T.-M. Rep. 167]. In that case the Court of Appeals re- 


versed the Appellate Division which affirmed the decision of the 


trial court. That case also recognizes that trade-marks may acquire 


a secondary meaning but held that the defendant’s use of the marks 
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anticipated that of the plaintiff and had not been abandoned and 
likewise had a secondary meaning. 

In Warner & Company v. Lilly § Company, 265 U.S. 526 [14 
T.-M. Rep. 247], the court held that descriptive words could not 
be appropriated as trade-marks but held that the defendant was 
guilty of unfair competition because the marks designated the prod- 
uct of the plaintiff. 

A somewhat similar case is the Pro-Phy-Lac-Tic Brush Co. v. 
Abraham & Straus, 11 Fed. Supp. 660 [25 T.-M. Rep. 382}. 

The motion must be denied. 


Bourgsois, Inc. v. Putturp S. WILLINGMyrE, trading under the said 
name and also under the assumed names and styles Kemp 
TorLetries, Vera Propucts Co., anp J. R. Harrise 


United States District Court, District of New Jersey 


July 3, 1940 


Trapve-Mark INFRINGEMENT—‘‘Bovursols” and “EvENING IN Paris” on PeEr- 
FUME—SUBSTITUTION. 

Where plaintiff had, through long use, identified its trade-marks 
“Bourjois” and “Evening in Paris” to purchasers of face powder and 
toilet water of its manufacture, the use by defendant of the said trade- 
marks on face powder and on toilet water, both sold as genuine products 
of plaintiff and imitating plaintiffs’ package dress, held infringement, 
and a preliminary injunction was ordered. 











In equity. 






On order to show cause why preliminary injunction 
should not issue against defendant. 





Injunction granted. 








Briesen & Schrenk (Karl Pohl and Malcolm R. Warnock, of 
counsel), all of New York City, and Harry B. Rook, of 
Newark, N. J., for plaintiff. 


A. J. Goldin, of Philadelphia, Pa., and S. Huntley Beckett, of 
Camden, N. J., for defendant. 







Avis, D. J.: The plaintiff is a corporation of the State of New 
York; the defendant a resident of New Jersey, and the complaint 


charges that defendant has infringed the plaintiff's trade-mark in 
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the sale and distribution of toilet preparations and has also been 
guilty of unfair competition. Specifically, the charges are that 
plaintiff is the owner of two certain trade-marks, to wit, “ Bourjois’ 
and “Evening in Paris,’ which it has applied to certain of its prod- 
ucts for varying lengths of time. These trade-marks are also regis- 
tered in the United States Patent Office. That its product has for 
many years been identified by purchasers with one or the other or 
both of these trade-marks. It is also stated that plaintiff has used a 
distinctive and attractive trade dress, the characteristics of which 
have been a combination of the colors blue and silver generally, silver 
stars on a blue background, and labels of triangular design, all of 
which have made the buying public acquainted with and familiar with 
plaintiff's products under the aforesaid labels and dress. It is 
further alleged that plaintiff manufactures its product and has large 
sums of money invested in its plants for manufacture and distribu- 
tion of its products. It is also alleged that plaintiff in 1938 author- 
ized Crillon Sales Corporation to pack and sell its products, using 
plaintiff's trade-mark, in small ten cent size packages and bottles. 

The charges of the complaint against the defendant are that he 
has packed face powder in small boxes purporting to be “Bourjois 
Evening in Paris” face powder, repacked; and bottled toilet water 
in small vials purporting to be “Bourjois” toilet water, rebottled by 
defendant, intending to sell same at a retail price of ten cents each, 
and having thereon plaintiff's trade-mark “Bourjois” and “Evening 
in Paris,’ and embodying plaintiff's blue and silver get-up, which 
products were sold and distributed by defendant in New Jersey and 
elsewhere. 

The titles adopted by defendant, claimed to infringe, are set up 
in the complaint, and a number have been offered in evidence in this 
proceeding. 

It is further charged in the complaint that the face powder mar- 


keted by defendant was not “Bourjois” but spurious, and that the 


toilet water was also spurious and not genuine “Evening in Paris,’ 
the Bourjois product; that the face powder sold by defendant is in 


false bottom boxes, and the quantity considerably less than contained 
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in boxes marketed by plaintiff’s representatives, and that misrepre- 
senting display cards are used by defendant, accompanying the vials 
of toilet water. 

It is also charged that defendant prepared and distributed a 
toilet water stated to contain one-half of one per cent of the product 
of plaintiff marketed under the name of “Evening in Paris,” or at 
least having that name so prominently appearing on the label as to 
indicate that it is plaintiff’s product. 

Sundry relief by way of injunction and money damages is prayed 
for in the complaint. The general charges in the complaint are sus- 
tained by the proofs. 

An examination of the labels on the bottles, in which the toilet 
water is marketed by defendant, the cards accompanying same, and 
the boxes in which the face powder has been sold, convinces the 
court that defendant has endeavored to market his product with the 
intention of deceiving purchasers and to induce them to believe that 
the content is not only genuine material of the plaintiff, but to in- 
dicate that the defendant’s bottles and boxes are marketed directly 
by the plaintiff. 

The facts are governed by the law laid down in the case of 
Bourjois, Inc. v. Hermida Laboratories, 106 F. (2d) 174 [29 T.-M. 
Rep. 464], a case decided in this circuit. I am bound by that deci- 
sion, and the facts and issues are easily distinguished from those in 
the Supreme Court case of Prestonettes, Inc. v. Coty, 264 U.S. 359 
[18 T.-M. Rep. 135]. The labels condemned in the Circuit Court 
case, with the exception of the name of the repacker, contain the 
same words as the labels in the instant case. 

Whatever the result may be on final hearing, a preliminary in- 
junction should be issued to restrain the use of the labels and boxes 
heretofore and now used by defendant of the character produced 
before the court and offered in evidence at the hearing. If not 
direct infringements, they undoubtedly constitute unfair competi- 
tion of such a nature as to justify preliminary restraint. Such 
restraint I believe to be sufficient to protect the rights of plaintiff 


without at this time taking into consideration the question of the 
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claimed adulteration or substitution of certain materials marketed 
by defendant. 

The defendant will be restrained as aforesaid and enjoined from 
directly or indirectly marketing or selling the toilet water with the 
labels aforesaid or the face powder in the packages aforesaid, or any 
simulation thereof, or attaching thereto a statement similar to that 
heretofore used. 


Terms of order will be fixed on notice. 





YOUNGHUSBAND V. Cor, COMMISSIONER OF PATENTS 
United States District Court, District of Columbia 
April 24, 1940 


Trapve-Marks—Recistration Unper R. S. 4915—‘Erernat” on PerruMe. 
In an action brought under R. S. 4915 to compel registration of the 
word “Eternal” as a trade-mark for perfumes, where plaintiff claimed 
to have obtained from Frederick Stearns & Co., registrants of the 
word “Eterno” for the same goods, an assignment of the said registra- 
tion, held that, inasmuch as plaintiff was not the owner of the trade- 
mark “Eternal” at the time it made application, the complaint must 
be dismissed. 
Trape-M arKks—-REGIsTRATION— ASSIGN MENT— EVIDENCE. 

In the case at issue, the handing over by Stearns & Co. to plain- 
tiff’s attorney of all certain labels, bottles, etc., held not to be sufficient 
to meet the requirements that the business or property must be trans- 
ferred to constitute a valid assignment. 


In equity. Action under R. S. 4915 to compel the registration of 


a trade-mark. Complaint dismissed. 


Paul Finkel, Washington, D. C. (James R. McKnight, of Chi- 
cago, IIl., of counsel), for plaintiff. 

W. W. Cochran and Harry S. Mackey, both of U. S. Patent 
Office, for defendant. 


Pine, J.: June 23, 1934 plaintiff applied for registration of the 
trade-mark “Eternal.” 


November 16, 1934 Eterne Manufacturing Corporation applied 


for registration of the trade-mark “Eternol.” 
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An interference was declared between these two applications. 
This interference resulted in a finding that plaintiff used “Eternal” 
first on June 11, 1934, and Eterne Manufacturing Corporation first 
used the trade-mark “‘Eternol” on October 24, 1934. Plaintiff was 
therefore prior to Eterne Manufacturing Corporation. 

However, Frederick Stearns & Company had registered “Eterno”’ 
on October 20, 1914 and used this mark until January 28, 1935. 

January 28, 1935 plaintiff obtained a paper writing from Stearns 
& Company assigning to him the right to the trade-mark “‘Eterno,” 
together with the good-will of the business in connection with which 
the mark was used. 

Mr. McKnight, attorney for the plaintiff, testified in this court 
that at the time this paper writing was signed by Stearns & Com- 
pany, some bottles, labels and lists of customers were also trans- 
ferred. He could not remember the exact number, even whether it 
was more or less than fifty bottles. He did not know whether the 
mark was used by Stearns & Company on anything other than per- 
fume, although the certificate covers a number of items. There was 
no bill of sale or other paper writing executed at the time of his 
transaction, and Mr. McKnight, the sole witness for the plaintiff, 
did not know whether the perfume was made from the same formula, 
but stated that it seemed to smell the same to him. 

June 10, 19387 an undated paper was filed in the Patent Office, 
executed by Stearns & Company sometime in June, 1937, purport- 
ing to consent as of May 1, 1934 to the registration by plaintiff of 
the trade-mark “Eternal.” 

It is my opinion that the paper writing of January 28, 1935 and 
the paper writing filed June 10, 1937, both executed after the ex- 
piration of the Stearns registration, do not constitute a valid assign- 
ment of the trade-mark for the reason that they do not transfer “‘the 
business or property” in connection with which the mark had been 
used. It is further my opinion that the evidence of the handing over 
of some labels, bottles, etc., by Stearns & Company to McKnight 
was not sufficient to answer the requirement that the “business or 


property” must be transferred to constitute a valid assignment. 





JACOB BURSTEIN V. THE SEVEN-UP CO. 


Mayer Fertilizer &§& Junk Company v. Virginia-Carolina Chemical 
Company, 35 App. D. C. 425, 10 CD 399; Fries & Fries Company 
v. The Excel Company, Inc., 57 App. D. C. 46, 16 F. (2d) 542. In 
these circumstances plaintiff was not entitled to have the trade- 
mark “‘Eternal’’ registered. Seubert v. Santaella § Company, 36 
App. D. C. 447, 11 CD 341. 

But apart from this, plaintiff was not the owner of the trade- 
mark at the time he filed his application on June 23, 1934, and ac- 
quired such rights as he got from Stearns & Company thereafter. 
To entitle him to the registration he must have been the owner at 
the time his application was filed. Section 2 of the Trade-Mark Act, 
15 U.S.C. A. 82; Section 13 of the Trade-Mark Act 15 U.S. C. A. 
93. Kelly Liquor Company v. National Brokerage Company, 102 
F. (2d) 857, 41 U. S. P. Q. 311 (Court of Customs and Patent Ap- 
peals, April 10, 1939). 


The complaint will therefore be dismissed. Counsel will pre- 


pare judgment and findings of fact and conclusion of law consonant 
with this opinion. 


Jacos Burstein v. THE SEVEN-Up Company 
United States Court of Customs and Patent Appeals 
Opposition No. 17,065 


May 29, 1940 
Trape-MarKks—Opposirion—“Hy-Ure” anno Design anp “Seven Urp”’—Con- 
FLICTING Marks. 

A trade-mark consisting of the words “Hy-Up,” and the profile 
view of the man in the moon shown on the representation of the Milky 
Way, held to be confusingly similar to the words “Seven Up” and the 
notation “7 Up,” the three marks being used upon non-alcoholic bever- 


ages. 


On appeal from a decision of the Commissioner of Patents up- 
holding a trade-mark opposition. Affirmed. 


M. E. Jones, of Washington, D. C., for appellant. 


No appearance for appellee. 
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Garrett, P. J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming that of the Examiner of Interferences 
sustaining an opposition made by appellee to the registration by 
appellant of the notation ““Hy-Up” displayed upon a panel in asso- 
ciation with a profile view of the man in the moon interposed be- 
tween the words, and a representation of what appellant’s brief 
describes as a “milky way or starry sky,’ as a trade-mark for use 
on non-alcoholic, carbonated beverages and extracts. Appellant's 
application was filed May 3, 1937 with use alleged since January 1, 
1937. 

The opposition is based upon registrations claimed to be owned 
by appellee as the successor of a company called the Howdy Com- 
pany, the first of such registrations being the words “Seven Up,” 
and the second the notation “7-up.” The first was registered 
February 5, 1929; the second January 7, 1936, both of which dates 
are prior to appellant’s claimed use of his mark. Both of appellee's 
marks are for use on “nonalcoholic, noncereal, maltless beverages 
sold as soft drinks and syrups, extracts, and flavors used in making 
the same.” 

It is conceded that the goods of the respective parties are of the 
same descriptive properties, in fact practically identical. 

One of the contentions in the brief filed before us on behalf of 
appellant (appellee filed none) is that the Commissioner erred in 
holding that there was proof of identity of the Howdy Company 
and the Seven Up Company, by which we suppose it was meant to 
assert that appellee had failed to establish chain of title to, or 
ownership of, the registered marks. This question, however, was 
not raised in the reasons of appeal assigned before us, although it 
was specifically ruled upon, adversely to appellant, by the Com- 
missioner, who held ownership by appellee to be sufficiently estab- 
lished. Under such circumstances we are not called upon to pass 
upon that question. It is not improper to say, however, that 
the Commissioner went further and held, in substance, that it was 


unnecessary to analyze the evidence respecting appellee’s ownership 
because the registrations, regardless of their ownership, would, in 
his opinion, bar appellant’s registration. 
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In connection with appellant’s reasons of appeal before us, which 
are six in number, it may be said that only No. 4 is sufficiently 
specific to meet the requirements of our rules. That reads: 

4. The Commissioner erred in holding that appellant’s mark is con- 
fusingly similar to the mark “7-up” or “Seven Up” for the same descrip- 
tion of goods. 

Without regard to the insufficiency of the other reasons of appeal 
per se, we may say that the foregoing in fact raises the only issue 
which, in our opinion, requires consideration. 

This issue does not seem to us to require elaborate discussion. 
That the contesting marks differ in appearance is obvious, not only 
by reason of the fanciful arrangement of the words. “Hy-Up” in 
appellant’s mark, but by reason of the embellishment given it by 
the design portions of it, but when we take into consideration the 
character of the goods to which the marks are applied, the design 
feature can have little or no influence in determining the question of 
likelihood of confusion. The goods are of a character almost in- 
variably called for by name by those desiring to purchase them; that 
is the purchaser almost invariably calls for “Seven Up” or “Hy- 
Up,” and does not take the trouble to describe the “milky way” or 
“starry sky.” “Up” is an outstanding feature of both marks, and 
ordinarily would be pronounced in calling for the goods of either, 
and used in advertising either. Furthermore, when we come to the 
question of the per se meaning of the respective phrases it seems 
to us there is a certain association of thought or suggestiveness be- 
tween them. The brief on behalf of appellant points out that 
“Seven Up” is the name of a well-known game played with cards. 
We assume that the court is expected to take judicial knowledge of 
this fact, as did the Examiner of Interferences. When this is done, 
we think we must also take cognizance of the fact that in playing 
the game the word “High” (of which “Hy” is a misspelling) is 
one of frequent use. So, when the per se meaning of the respective 


terms (we agree they are arbitrary as applied to the goods) is con- 


sidered there is, it appears to us, a suggestiveness of similarity. Ap- 
pellee’s marks designate a game and appellant’s syllable “Hy” a 
point in that game. 
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The decision of the Commissioner cited our decision in the case 
of King Kola Mfg. Co. v. Coca-Cola Co., 26 C. C. P. A. (Patents) 
704, 99 F. (2d) 983 [28 T.-M. Rep. 603]. We think that case quite 
pertinent here. 

It is not improper to say that both parties to this controversy 
are located in the city of St. Louis, Missouri, and doubtless their 
businesses largely cover the same territory. This fact is not a con- 
trolling one but it is not improper to look to it in considering the 
question of the possibility of confusion in trade. It would seem 
that appellant as a newcomer in the field could have easily found a 
mark for his goods which did not embrace any portion of appellee's 
well known and established mark. We have considered the marks as 
a whole, of course, and have noted their differences along with their 
resemblances, with the result that, under all the circumstances 
shown, we regard it extremely probable that confusion in trade 
would result from the use of the respective marks. 


The decision of the Commissioner is afirmed. 





Lever Brotuers Company v. Butter MANUFACTURING COMPANY 


United States Court of Customs and Patent Appeals 


Opposition No. 16,789 
May 29, 1940 


Trapve-MarKks—Oppositrion—Dry CLEANING MACHINES AND Soap—Goops OF 
DirrereNtT DescriprivE Properties. 

Dry cleaning machines, for use in dry cleaning clothing and other 
goods, held to be of different descriptive properties from soap, soap 
flakes and soap powder. 

Appeal from a decision of the Commissioner of Patents dismiss- 
ing a trade-mark opposition. Affirmed. For the Commissioner’s 


decision see 29 T.-M. Rep. 244. 


Spencer A. Studwell, of New York City, for appellant. 
Thomas E. Scofield, of Kansas City, Mo., for appellee. 
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Hatrie_p, J.: This is an appeal in a trade-mark opposition pro- 
ceeding from the decision of the Commissioner of Patents affirming 
the decision of the Examiner of Interferences dismissing appellant’s 
notice of opposition, and holding that appellee was entitled to regis- 
ter its trade-mark “Lustrlux’” for use on dry cleaning apparatus. 

It appears from the record that appellee’s trade-mark has been 
used by it in interstate commerce on its dry cleaning machines since 
April 14, 1933; that, in addition to dry cleaning apparatus, appellee 
manufactures such steel products as “filters, stills, truck tanks, 
steel buildings, coal stokers, hair driers, and other metal products” ; 
that its dry cleaning machines are sold directly to concerns operating 
dry cleaning establishments, where the machines are used for dry 
cleaning clothing and other articles; that appellee’s dry cleaning 
machines are manufactured in five different sizes, and are sold at 
five different prices (the smallest being about 5 feet wide, 9 feet 
long, and 8 feet high, weighing about 4,600 pounds, and selling for 
approximately $4,500, and the largest being more than 8 feet wide, 
13 feet long, and 9 feet high, weighing about 14,900 pounds, and 
selling for approximately $15,000); that appellee’s dry cleaning 
machines are constructed of monel metal and nickel, and are “‘de- 
signed exclusively” for the use therein of “synthetic solvents,” such 


as “carbon tetrachloride,’ “tetrachlorethane,’ and ‘“‘perchloro- 


ethylene’; and that soap and soap flakes, such as manufactured by 


appellant, cannot be used therein. 


It appears from the record that appellant is the owner of the 
following trade-mark registrations: No. 35,228, registered October 
9, 1900 on an application filed August 22, 1900, for the trade-mark 
“Lux” for use on “Laundry Soap, Dry and Toilet Soaps, Soap 
Powder, and Detergents’; No. 59,032, issued January 1, 1907 on 
an application filed August 2, 1905, for the trade-mark “Lux” for 
use on soap and soap powder; and No. 170,676, issued July 17, 
1923 on an application filed October 24, 1922, for a composite 
trade-mark, the dominant feature of which is the term “Lux,” for 
use on soap and soap powder. It further appears from the record 


that appellant’s soaps are used for toilet purposes, and in house- 
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holds and laundries for laundering fine fabrics, such as silks, wool- 
ens and rayons, and that appellant has expended more than $60, 
000,000 in advertising and popularizing its trade-mark “Lux” and 
its goods. (The details of appellant’s advertising need not be stated 
here. It is sufficient to say that appellant’s goods and its “Lux” 
trade-mark are well known throughout the United States.) 

The Examiner of Trade-Mark Interferences and the Commis- 
sioner of Patents concurred in holding that the goods of the respec- 
tive parties do not possess the same descriptive properties, and that, 
therefore, appellee was entitled to register its mark. 

It is contended here by counsel for appellant that, in addition to 
the dry cleaning apparatus produced by appellee, small combination 
washing and dry cleaning machines for use in the household are 
now on the market and are being sold for as little as $7.50; that 
appellee would have the right in the natural extension of its busi- 
ness, if it secures the registration of its trade-mark “Lustrlux,” to 
manufacture and sell combined washing and dry cleaning apparatus 
for use in the household under such trade-mark; that such machines 
would be used for laundry purposes conjointly with appellant’s soap 


or soap flakes; that appellee has appropriated appellant’s entire 


descriptive properties; and that, considering the similarity of the 
marks, confusion in trade is likely to result if the marks of the 
parties are used concurrently. 

It appears from the record, as argued by counsel for appellant, 
that combination washing and dry cleaning machines are on the 
market and are being sold for use in households. However, such 
machines, in our opinion, do not come within the meaning of the 
term “dry cleaning apparatus,’ as used in appellee’s application 
for the registration of its trade-mark “Lustrlux.” Furthermore, 
although appellee might, in the natural extension of its business, 
manufacture dry cleaning apparatus for use in the household and 
sell it under its trade-mark “Lustrlux,”’ we are of opinion, neverthe- 


less, that dry cleaning apparatus and soap (whether in cake, pow- 


der, or flake form) are not goods of the same descriptive properties. 
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Counsel for appellant rely here to some extent upon our decision 
in the case of Kotex Co. v. Clarence M. McArthur, 18 C. C. P. A. 
(Patents) 787, 45 F. (2d) 256 [21 T.-M. Rep. 47], wherein it was 
held that, owing to the fact that the goods of the respective parties 
there involved were sold in the same stores and to the same class of 
people for hygienic purposes, and were “closely associated and re- 
lated, not only in use, but in the minds of those enjoying the com- 
forts and beneficial results produced by them,” they were goods of 
the same descriptive properties. Obviously, our decision in that 
case does not warrant a holding that dry cleaning apparatus 
possesses the same descriptive properties as soap. 

It is true, as argued by counsel for appellant, that, within the 
purview of Section 5 of the Trade-Mark Act of February 20, 1905, 
goods having entirely different physical characteristics may possess 
the same descriptive properties. See Kotex Co. v. Clarence M. 
McArthur, supra, and Cluett, Peabody & Co. (Inc.) v. Samuel 
Hartogensis, 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 [20 
T.-M. Rep. 452], also relied upon here by counsel for appellant. 

In the latter case it was held that collar buttons and collars 
possess the same descriptive properties. The distinction between 
the issues in that case, however, and the issues in the instant case is 
so obvious as to require no discussion. 

It is further contended by counsel for appellant that it appears 
from the evidence of record that “advertisements furnished by appel- 
lee and used by the purchasers of its apparatus do in fact lead the 
public to associate appellee’s ‘Lustrlux’ system of cleaning with 


” 


‘Lux.’ 

It appears from the testimony of appellant’s witness John G. 
McDonald, the proprietor of a “direct mail advertising firm,” that, 
pursuant to appellant’s instructions, he selected the names of 500 
housewives from each of ten different cities, and addressed a com- 
munication (introduced in evidence over the objection of counsel for 
appellee as appellant’s exhibit 34) to them, in which communication 


was included an advertisement of the White Laundry & Dry Cleaning 


Company of New York (apparently an owner of one of the dry 
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cleaning machines manufactured by appellee), and two questions 
hereinafter set forth. The advertisement included, among other 
things, the term “Lustrlux,”’ and an explanation of the advantages 
obtained by the use of the ““Lustrlux System” and “‘Lustrlux Solvent” 
in that concern’s dry cleaning operations. The questions submitted 
in the communication read: 
1. Does this advertisement make you think that this system of cleaning 
is sponsored by the maker of any product you know of? (Please check) 
Yes ——. No.——. 

2. (If the answer is “Yes”) What product do you think of as being con- 
nected with this system? 

It appears from the record that of the 5,000 housewives to whom 
the communication was addressed, 258 replied thereto, and that to 
the first question propounded, 201 of the 258 answered “ves” and 


ed 
‘ 


0 
























answered “‘no’’; that of the 201 who answered “yes” to the first 
question, 171 mentioned “Lux” in answering the second question, 
and 30 referred to products other than “Lux.” 

Counsel for appellee not only objected to the introduction of 
that exhibit, but also to the testimony relative to the answers re- 
ceived in reply to the questions appearing thereon, and here contend 
that all of that evidence is incompetent for several reasons which 
need not be stated here. 

The issue in this case is not whether the advertisement, herein- 
before referred to, caused a few housewives to think that the “Lustr- 
lux system of cleaning” was sponsored by the manufacturer of 
“Lux” soaps, but rather whether a trade-mark use by appellee of the 
term “Lustrlux” on its dry cleaning apparatus would be likely to 
cause the purchasing public to. believe that appellee’s dry cleaning 
apparatus and appellant’s “Lux” soaps had the same origin. 

We have carefully considered other arguments presented here by 
counsel for appellant in support of their contention that appellee’s 
dry cleaning apparatus and appellant’s soaps possess the same 
descriptive properties within the purview of Section 5, supra, and 
that confusion in trade is likely to result by the concurrent use of 
the trade-marks of the respective parties on their goods, but are of 


opinion that the goods of the respective parties do not possess the 
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same descriptive properties, and that appellee is entitled to have its 
mark registered. 


The decision of the Commissioner of Patents is affirmed. 





Mires Laporarories, Inc. v. Untrep Drug Company 
United States Court of Customs and Patent Appeals 
June 24, 1940 


Trave-Marxks — Opposition “Rex-SELTzER” AND “ALKA-SELTZER” — NON- 
CONFLICTING MARKS. 

The word “Rex-Seltzer” held not to be confusingly similar to the 
word “Alka-Seltzer,” both marks being used upon effervescent alkalizing 
tablets. 

Trape-M arKks—OppositIon—“Sevrzer”—Descriptive TERM. 

The word “Seltzer,” as used in the marks “Rex-Seltzer” and “Alka- 
Seltzer” held descriptive of the character of the goods. 

On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner’s 


decision see 29 T.-M. Rep. 249. 


Charles R. Allen, of Washington, D. C., and Verne G. Cawley, 
of Elkhart, Ind., for appellant. 
Delos G. Haynes, of St. Louis, Mo., for appellee. 


Harrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing appel- 
lant’s notice of opposition to the registration of appellee’s composite 
trade-mark comprising the term ““Rex-Seltzer,” displayed in large 
white letters on a black rectangular background, for use on “effer- 
vescent analgesic alkalizer tablets,’ the word “Seltzer” being dis- 
claimed apart from the mark as shown. 

Although in appellee’s application for registration its trade- 
mark is displayed in large white letters on a black rectangular back- 
ground, it appears from the record that at the time of the introduc- 


tion of evidence (January, 1938) its trade-mark was being dis- 


played on its goods in large yellow letters on a dark blue rectangular 


background. 
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In its application for registration, appellee stated that it had 
used its mark on its goods since December 4, 1936. 

It appears from the record that appellant is the owner of regis- 
tration No. 283,831, issued June 9, 1931 on an application filed 
January 31, 1931, for the trade-mark “Alka-Seltzer,” the term 
“Seltzer” being disclaimed apart from the mark as shown, for use 
on “Anti-Acid Effervescent Preparations”; that appellant “began 
to use the name [ ‘Alka-Seltzer’] in December, 1930” ; and that, since 
the summer of 1931, appellant has used the term “Alka-Seltzer,” 
displayed in comparatively large white letters on a blue rectangular 
background, on its goods, described as “effervescent analgesic al- 
kalizing tablets.” 

It appears from the record that, so far as the issue in this case 
is concerned, the goods of the respective parties on which the in- 
volved marks are used are identical. 

The sole issue in the case is whether the marks of the respective 
parties are confusingly similar within the purview of Section 5 of 
the Trade-Mark Act of February 20, 1905. 

The tribunals of the Patent Office concurred in holding that the 
term “Seltzer” in each of the involved marks is merely descriptive 
of the goods on which the marks are used; that, considering the 
marks as a whole, they are not confusingly similar; and that appel- 
lee is entitled to register its mark. 

It appears from the record that appellant adopted and used its 
mark long prior to the adoption and use by appellee of its mark; 
that appellant has expended approximately $22,000,000 in advertis- 
ing and popularizing its trade-mark and its goods through practically 
every advertising medium throughout the United States; that, in its 
advertising, appellant has emphasized the term “Alka” in such ex- 
pressions as “Alkalize with Alka-Seltzer,” “Be Wise—Alkalize,” 


“Alka-Seltzer makes a sparkling alkalizing solution,’ and many 





other somewhat similar expressions; and that its goods have been 
sold in every state in the United States and in twenty-nine foreign 
countries. (Further details of appellant’s advertising need not be 


stated here, as it clearly appears from the record that appellant’s 
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trade-mark and its goods are well and favorably known throughout 
the United States.) 

It further appears from the record that the goods of the respec- 
tive parties are competitive; that they are sold at retail in drug 
stores to the purchasing public; that, in addition to the trade-mark 
“Rex-Seltzer,” here involved, appellee is the owner of trade-mark 
registration No. 352, 229, issued November 23, 1937 on an applica- 
tion filed June 17, 1937, for a trade-mark, comprising the terms 
“Rexall” and “A. B. C. Seltzer,” for use on “Granular Effervescent 
Analgesic Preparations,’ the word “Seltzer” being disclaimed apart 
from the mark as shown; that appellee has used its registered trade- 
mark on its granular effervescent analgesic preparations since long 
prior to the use by appellant of its involved trade-mark “Alka- 
Seltzer” on its goods; that appellee has employed the term “Rex,” 
sometimes as a prefix and sometimes as a suffix, in several different 
trade-marks, which trade-marks are now, and for many years prior 
to the adoption and use by appellant of its trade-mark “Alka- 
Seltzer” have been used by appellee on medicinal and pharmaceu- 
tical preparations; and that a number of those trade-marks have 
been registered in the United States Patent Office. 

It is contended by counsel for appellant that the term “Seltzer” 
is not descriptive of appellant’s goods, but rather is the dominant 
feature of appellant’s mark and indicates origin in appellant of 
effervescent analgesic alkalizing preparations in tablet form; that 
it appears from the record that appellee was motivated by the desire 


to trade on the good-will established by appellant; that appellee’s 


“first step was to duplicate the article (tablet), new in the packaged 


medicine field; then to offer the tablets in bottles of the same size, 
design and shape as those of opposer, having caps that are inter- 
changeable, and in packages, containing 8 and 25 tablets each; then 
to use the word ‘Seltzer’ in reverse printing with a hyphen (-) pre- 
ceding the word ‘Seltzer, placed in the lower portion of opposer’s 
design, namely, the blue rectangular design, and last to fall back on 
its adopted policy to use the word ‘Rex’ either as a suffix or prefix”; 


and that the composite marks of the parties, when considered as a 
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whole, are similar in sound and significance, and are confusingly 
similar. 

In holding, in the case of Miles Laboratories, Inc v. The Pepso- 
dent Company, 26 C. C. P. A. (Patents) 1272, 104 F. (2d) 205 
[29 T.-M. Rep. 381], that the trade-mark “Pepso-Seltzer,” used 
by the Pepsodent Company on an “effervescent alkalizing prepara- 
tion,’ was not confusingly similar with the trade-mark “Alka- 
Seltzer,’ used by the Miles Laboratories, Inc. (the appellant com- 
pany in the case at bar) on similar goods, this court stated that the 
term “Seltzer” in the marks of the parties was descriptive of the 
character of the goods on which the marks were used; that it would 
not indicate to the purchasing public the origin of such goods; and 
that the terms “Alka” and “Pepso,” in the marks there involved, 
were the dominant portions thereof. It is here suggested by coun- 
sel for appellant that our holding in that case that the term “Seltzer” 
in appellant’s mark is descriptive of appellant’s effervescent anal- 
gesic alkalizing tablets and does not indicate origin in appellant be 
overruled. 

We have carefully considered our decision in the case of Miles 
Laboratories, Inc. v. The Pepsodent Company, supra, in the light of 
the evidence in the instant case and the arguments presented here 
by counsel for appellant, and are of opinion that the views there 
expressed are sound. 

In the instant case it clearly appears from the testimony of two 
of appellant’s witnesses that the term “Seltzer” as applied to appel- 
lant’s goods is descriptive of the character or quality of such goods. 

Appellant’s witness, Charles S. Beardsley, vice-president of the 
appellant company and in charge of sales and advertising, stated 
that appellant’s disclaimer of the term “Seltzer” in its application 
for the registration of its trade-mark “Alka-Seltzer,” registration 
No. 283,831, was probably due to the fact that the term “Seltzer” 
is “a noun in common use.”’ 

Appellant’s witness, J. Maurice Treneer, chief chemist in the 


employ of the appellant company, stated that the term “Seltzer,” 
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whether applied to a tablet, a liquid, or a granule, usually indicates 
that the preparation is effervescent. 

Relative to the claim made here by counsel for appellant that, 
in the selection of its trade-mark, appellee was motivated by the 
desire to trade on the good-will established by appellant, it is suf- 
ficient to say that the term “Rex,” which is clearly the dominant 
portion of appellee’s trade-mark, has, as hereinbefore stated, been 
used by appellee for many years, either as a prefix or as a suffix, in 
many of appellee’s trade-marks for use on medicinal and pharmaceu- 
tical preparations; that, although both the bottles and the contain- 
ers therefore in which the goods of the respective parties are sold 
are of practically the same size and shape, the labels on the bottles 
used by the respective parties are wholly dissimilar in appearance 
and the containers for such bottles differ in color and in other ma- 
terial respects; and that the color schemes used by the parties, for 
both the labels on the bottles and the containers for such bottles, 
differ, in that appellant’s is of a comparatively light blue and white 
and appellee’s is of a dark blue and yellow. It may be said further- 
more that the containers for appellee’s bottles are similar, both in 
color and in the arrangement of the printed matter appearing 
thereon, to the containers in which many of its other medicinal and 
pharmaceutical preparations are, and for many years have been, 
sold to the general public under various of its trade-marks of which 
the term “Rex” is a part. 

Appellee introduced other evidence relative to its reasons for 
adopting its trade-mark “Rex-Seltzer’” for use on effervescent anal- 
gesic alkalizing tablets. That evidence, however, need not be set 
forth nor discussed here. It is sufficient to say that we are unable 
to hold that the evidence of record warrants the conclusion that, in 
the adoption and use of its trade-mark “‘Rex-Seltzer,”’ appellee was 
motivated by the desire to trade upon the good-will established by 
appellant. 

As hereinbefore stated, it appears that in advertising its trade- 
mark and its goods appellant has emphasized the term “Alka”’ in its 


trade-mark for the purpose of indicating to the public that its tablets 
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possess alkalizing properties, one of its advertising slogans being 
“Alkalize with Alka-Seltzer,’ and that, as stated by the witness 
Charles S. Beardsley, appellant has “led the public to believe” that 
its goods possess alkalizing properties. 

We are of opinion that the dominant portion of appellant’s mark 
is the term “Alka’’; that the dominant portion of appellee’s mark is 
the term “Rex’’; and that appellant is not entitled to the exclusive 
use of the word “Seltzer.” Accordingly, if the term “Rex” in ap- 
pellee’s mark is sufficiently dissimilar from the term “Alka” in ap- 
pellant’s mark so that, when considered in their entireties, the marks 
of the parties are not confusingly similar, appellee is entitled to have 
its mark registered. Miles Laboratories, Inc. v. The Pepsodent 
Company, supra. 

We have given careful consideration to the evidence of record, 
and to all of the arguments presented here by counsel for appellant 
in support of their contention that the marks of the parties are con- 
fusingly similar and that appellant will be damaged by the regis- 
tration of appellee’s mark, but are of opinion that the marks, con- 
sidered in their entireties, are sufficiently dissimilar so that their 
concurrent use on the goods of the parties is not likely to cause con- 
fusion in trade or deceive purchasers, and that appellee is entitled 
to have its mark registered. 


The decision of the Commissioner of Patents is affirmed. 


Garrett, P. J., took no part in the consideration or decision of 
this case. 


In THE MATTER OF THE APPLICATION OF BurGEss BatTrery 


CoMPANY 
United States Court of Customs and Patent Appeals 


June 24, 1940 





Trape-Marks—REGIstTRATION—ALTERN ATING 
ORNAMENTAL FEATURE. 

A trade-mark consisting of “alternating black and white stripes 

unrestricted in number and length or to the shape and size of area 

covered by the striping” held not registrable as being merely a decora- 
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tive or ornamental feature for the goods. Moreover, its distinctive fea- 

ture was lost in repetition. 

On appeal from a decision of the Commissioner of Patents, re- 
fusing to register a trade-mark. Affirmed. For the Commissioner’s 
decision see 29 T.-M. Rep. 572. 


Clarence M. Fisher, of Washington, D. C., and Tesch & Darbo, 
both of Chicago, IIl., for appellant. 

Acting Solicitor for the United States Patent Office, Howard S. 
Miller, Law Examiner, for appellee. 


HartrFiEtp, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Trade-Marks denying appellant’s application for the registration of 
an alleged trade-mark under the Trade-Mark Act of February 20, 
1905. 

The mark in question, for use on “dry batteries” and “flash light 
cases,” comprises, as stated in the decision of the Commissioner of 
Patents, “alternating black and white stripes, unrestricted as to 
number or length or as to the shape or size of area covered by the 
striping. The specimens filed with the application show the 
stripes applied entirely about the goods and packages” by affixing 
thereto labels upon which the design is printed. 

The tribunals of the Patent Office concurred in holding that ap- 
pellant’s alleged trade-mark, although in a general sense a design, 
is, in fact, merely a decorative or ornamental dress for appellant’s 


goods, and that the distinctive feature of the alleged trade-mark is 


lost in repetition and in its ornamental relationship to the “dry 


batteries” and “flash light cases.”’ 
In his decision, the Examiner of Trade-Marks said: 


The applicant submits affidavits to show that the mark was adopted for 
trade-mark purposes and that it functions as a trade-mark. That the mark 
may be recognized now as indicia of applicant’s goods is saying no more 
than that the dress of goods is generally so recognized. If the mark is 
but a dress of goods, it seems immaterial that its adoption was inspired 
by a desire that it should function as an indication of origin. 

* + * 

The symbol adopted by the applicant has a primary meaning of orna- 

mentation and, in the absence of any copyright protection, is open to 
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others for the purpose of ornamentation. Its eventual use as an indica- 
tion of origin is, of course, protected by the law of unfair competition, 
but its registration as a trade-mark is believed forbidden by the above 
decision (Standard Paint Company vy. Trinidad Asphalt Manufacturing 
Company, 220 U. S. 446) [1 T.-M. Rep. 10]. 


In his decision, the Commissioner of Patents stated inter alia: 


That the over-all striping, since its adoption has acquired some trade- 
mark significance, does not, in my opinion, change the status of the mark- 
ing from constituting primarily the dress or ornamentation of the goods 
to the status of a technical trade-mark, and in my opinion does not render 
the mark registrable as a trade-mark. In re Canada Dry Ginger Ale, Inc., 
24 C. C. P. A. 804, 86 F. (2d) 830. 

Accordingly, in my opinion, the over-all striping of the goods and 
packages filed with the application is not entitled to registration as a 
trade-mark, and since the registration sought herein comprehends such 
striping, I consider the rejection of the application to have been proper. 

It is to be noted that the mark sought to be registered is not confined to 
the arrangement of the alternate black and white stripes in any particular 
shape or design, such as a circle, square, triangle, cross or star. For this 
reason, the present case is believed to distinguish from such cases as 
Hygienic Products Co. v. Coe, 56 App. D. C. 98, 85 F. (2d) 264, in which 
the trade-mark was confined to a rectangular panel. 


It is contended by counsel for appellant that the “stripe design 
is physically susceptible of appropriation as a trade-mark,” and 
that, although it may be ornamental and, in a sense, may function 
as a “dress” for appellant’s goods, it has, through advertising and 
use, acquired a trade-mark significance. 

In this connection, it is argued by counsel for appellant that 
certain affidavits of record clearly establish that appellant’s “stripe 
design” indicates origin of appellant’s goods. 


We have given careful consideration to the affidavits of record, 


but are unable to concur in the views expressed by counsel for ap- 


pellant. It appears from those affidavits that appellant’s “batteries”’ 
are sometimes called for by “some of the customers” as “striped 
batteries,” and that customers generally recognize appellant’s bat- 
teries by the “striped labels.” 

It appears from the record, as stated by counsel for appellant 
that appellant has instructed its salesmen to encourage the public 
“to recognize and call for the ‘striped battery,” and that one of the 
slogans in appellant’s advertising is “Look for the black and white 


stripes.” 
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It is unnecessary to cite authorities in support of the statement 
that the function of a trade-mark is to indicate the origin of the 
article to which such mark is applied. It is true that a trade-mark 
may consist of an emblem, a symbol, a figure, a device, a word or 
words, etc. However, we know of no authority which authorizes 
the registration of a purely ornamental or distinctive “dress” for an 
article. 

That there is a distinction between a design for the external 
“dress” of an article and a mark to indicate origin in a trade-mark 
sense, is not questioned here by counsel for appellant. A design 
may, as stated in the case of Ea parte Root Gloss Company, 151 
M. D. 623, lose its distinctive feature by repetition and become noth- 
ing more than an ornamentation or a distinctive design for the 
article to which it is attached. The primary object of such design 
or ornamentation not being for the exclusive purpose of indicating 
origin or ownership in a trade-mark sense, the design or ornamenta- 
tion cannot be considered as a valid trade-mark. Columbia Mill 
Company v. Alcorn, 150 U. S. 460; Ex parte Circular Loom Com- 
pany, 28 App. D. C. 446. See also Ex parte Wilson Spice Company, 
129 M. D. 278. 

We think it is apparent from the record that appellant’s alleged 
trade-mark is a mere “dress’’ which gives a distinctive external ap- 
pearance to appellant’s goods; that it is such distinctive appearance 
which is recognized by “some” of the purchasing public as indicat- 
ing appellant’s goods ; and that appellant’s design is merely a colored 


label or dress of black and white alternating stripes, the office of 


which (design) is not to point out distinctly the origin or ownership 
of the articles to which the label is affixed. See Fleischmann v. 
Starkey, 25 Fed. 127, and cases hereinbefore cited. We are of opin- 
ion, therefore, as were the tribunals of the Patent Offices that appel- 
lant’s striped design is not registrable under the Trade-Mark Act of 
February 20, 1905. 


The decision of the Commissioner of Patents is affirmed. 


BLAND, J., concurs in the conclusion. 
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La CompaGnig FERMIERE DE L’ETABLISSEMENT THERMAL DE VICHY, 
Societe ANONYME v. CELEsTIN, Lp. 


United States Court of Customs and Patent Appeals 
Oppositions Nos. 16,779, and 16,780 


June 24, 1940 


Trapve-M arks—Opposirion—Branby AND CoGNAC AND MINERAL WatEeR— 
Goons oF DirrerENT Descriprive PROPERTIES. 

Brandy, cognac and cognac brandy held to be of different descrip- 

tive properties from natural mineral water. 
Trapve-Marxs—Opposition—Morion To REOPEN. 

Where opposer’s motion to reopen for the purpose of taking further 
testimony was not made until after the opposition was decided ad- 
versely to opposer, held that the Commissioner rightly denied the motion. 
On appeal from a decision of the Commissioner of Patents in a 

trade-mark opposition. Affirmed. For the Commissioner’s decision, 
see 29 T.-M. Rep. 405. 


Charles R. Allen, of Washington, D. C., and Hugo Mock and 
Asher Blum, both of New York City, for appellant. 
Martin Taylor, of New York City, for appellee. 


Garrett, P. J.: On March 24, 1937, appellee, describing itself 
as a corporation organized and existing under the laws of the State 
of New York, filed two applications in the United States Patent 
Office seeking registration of certain trade-marks for brandy, cognac, 
and cognac brandy. Both applications were opposed by appellant. 
The Examiner of Interferences dismissed the notices of opposition 
and adjudged appellee entitled to the registrations sought. The 
Commissioner of Patents affirmed the decisions of the Examiner and 


appellant took appeals to this court. 


In view of the practical identity of the issues the cases were con- 
solidated for hearing and disposed of by the Commissioner in a 
single opinion. We take the same course. 

The respective drawings filed with the respective applications 
embraced a number of words shown imposed upon panels or back- 
grounds. In one application the background is described as being 
lined for gold and in the other for yellow and red. One feature of 





LA COMPAGNIE FERMIERE V. CELESTIN, LTD. 397 


one of the marks shows a band upon which are imposed three 
representations of stars; the other shows a similar band having im- 
posed thereon the words “20 Years Old,” instead of stars. Each 
drawing shows a figure seemingly in the nature of a shield imposed 
upon a background and each has as a feature the word “Celestin’s” 
printed in large type. This word, however, along with all the other 
words, is disclaimed in both applications, both stating: 

No claim is made to any words apart from the mark as shown, nor to 
the representation of the label. 

Appellant bases both oppositions upon its ownership of the mark 
“Celestin’s” registered for “natural mineral waters” many years 
before appellee’s alleged use of either of its marks, and the tribunals 
of the Patent Office correctly considered the issue to be whether the 
goods of the respective parties fall within the designation, “same 
descriptive properties.” 

Labels filed with appellant’s notices of opposition show the use 
of the mark on Vichy water and it is described as a medicinal water 
on the labels. 

Appellant took no testimony to show any relationship between 
its product and that of appellee. It seems to have relied solely upon 
the decision of the Commissioner of Patents in the case of White 
Rock Mineral Springs Company v. Adolph Neurad [27 T.-M. Rep. 
404], where it was held that confusion would probably result from 
the sale of whiskey on the one hand and ginger ale and carbonated 
water on the other under identical trade-marks, inasmuch as it is 
a matter of common knowledge that ginger ale and carbonated water 
are extensively used with whiskey. 

The Examiner of Interferences pointed out that it is well known 
that natural mineral water is generally sold for its medicinal proper- 
ties and that this constitutes its primary appeal to the trade. 


The Commissioner of Patents referred to his prior decision in 


the White Rock Mineral Springs Company case, supra, saying that 


mineral water was not mentioned therein, and continued: 


In the instant case no testimony was taken, and I do not think the 
quoted language with respect to “common knowledge” is applicable to the 
present opposer’s goods. So far as I know, mineral water is not used with 
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cognac or brandy, nor do I feel free to assume that it is sold in the same 
stores or to the same class of purchasers. If so, these were facts to be 
proved, and the burden of proof rested upon opposer. Having failed to 
discharge such burden, opposer must abide the consequences. 
We think there was no error in the Commissioner’s decision in 
this regard. 

Another issue is presented by the reasons of appeal filed with 
the notice of appeal to us. 

After the Commissioner had rendered his decision appellant filed 
a motion to reopen the cases for the purpose of taking testimony. 
The motion was denied and this action was assigned as error. 

In the decision of the Commissioner denying the motion it was 
said: 





The motion to reopen is supported by the affidavit of one of opposer’s 
attorneys to the effect that opposer has been laboring under the misappre- 
hension that in the case of White Rock Mineral Springs Co. v. Neurad, 478 
O. G. 717, 33 U. S. P. Q. 163, “the Commissioner meant to hold ... . that 
mineral water and whiskey were of the same descriptive properties ;” which 
was presumably opposer’s reason for failing to produce evidence in that 
regard at the proper time. The fact is, however, that it was pointed out 
quite clearly by the Examiner of Interferences in his decisions that the cited 
case was restricted to a consideration of ginger ale and carbonated water 
as compared to whiskey, which were held to possess the same descriptive 
properties because, as therein stated: 

“It is a matter of common knowledge that both ginger ale and car- 
bonated water are extensively used with whiskey, and that all are sold in 
similar containers, by the same dealers, to the same class of purchasers.” 


Further comment of the Examiner of Interferences was quoted 


and the Commissioner continued: 





Opposer’s attention having thus been directed to the distinction between 
the question decided in the case upon which it relied and the question 
presented in its own cases, I do not think opposer’s showing is sufficient, at 
this late date, to warrant the relief it seeks. The motion to reopen should 
have been made, if at all, promptly after the Examiner’s decisions were 
rendered. Opposer’s appeals from those decisions have now been success- 
fully resisted by applicant, and it would be manifestly unfair to the latter 
to compel relitigation of its right to register. 

The motion is denied. 













We have examined the affidavit of the attorney and the exhibits 
filed therewith. It is questionable, to say the least, whether, if the 
statements in the exhibits were formally proved, such evidence 


would establish, with any degree of satisfaction, that natural mineral 
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waters are used to any appreciable extent for mixing in alcoholic 
drinks; but, however this may be, we are fully satisfied that there 
was no abuse of the Commissioner’s discretion in refusing the motion 
to reopen the cases. The decision of the Examiner of Interferences 
in which he construed the Commissioner's prior decision in the White 
Rock Mineral Springs Company case, supra, was clear, definite, 
and fully sufficient to place appellant upon notice as to the real issue 
involved. 

So, we find no error in the decisions upon the merits of the op- 
position, nor any in the refusal of the motion to reopen the cases for 
the purpose of taking testimony. 

The decision of the Commissioner of Patents in the consolidated 


cases is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Amendment of Petition 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 


ferences denying the motion of Jules Weber, Inc. to amend its peti- 


tion in a trade-mark cancellation proceeding involving a registration 
owned by the party Ben-Burk, Ince. 
With regard to the facts, the Assistant Commissioner said: 


In taking its testimony the petitioner for cancellation, Jules Weber, Inc., 
introduced certain evidence, over respondent’s objection, tending to prove 
petitioner’s use of the trade-mark in issue upon goods not pleaded in the 
petition. At final hearing before the Examiner of Interferences petitioner 
moved to amend the petition to allege use of the mark in connection with 
such goods, namely, grenadine, “for a period of over twenty years, which 
grenadine is sold in bottles and is a flavoring syrup used with both alcoholic 
and nonalcoholic drinks”; the said amendment purporting to “conform 
with said proof.” The Examiner of Interferences denied the motion to 
amend, and petitioner appeals. 


He then said: 


I think it is well established that an amendment to conform to the proof 
should be refused unless the allegations of the proposed amendment are 
clearly sustained by the evidence. As previously noted, petitioner’s evidence 
tends to establish its use of the mark with grenadine; but in my opinion it 
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is not sufficiently conclusive to support a finding that such use occurred at 
any time prior to the date of respondent’s registration. 


* * ~ 


The proof to which the proposed amendment purports to conform being 
insufficient to sustain the allegations of the amendment, the motion to amend 
was properly denied and the decision is accordingly affirmed.! 


Conflicting Marks 


Frazer, A. C.: Sustained the opposition in two proceedings in- 
stituted by opposer against applications of Worth Bros., Inc., for 
registration of a trade-mark comprising the notation “Cal-Spun’”’ 
and the picture of a cottage said to be “of a Mexican type.” 

The Assistant Commissioner pointed out that in one application 
the goods are described as “men’s and women’s suits and topcoats,” 
and in the other as “piece goods of wool and wool and rayon,’ and 
that both oppositions were predicated upon opposer’s ownership of 
three registrations of the trade-mark “Celaspun,” all issued prior to 
applicant’s claimed date of first use, the goods for which this mark 
was registered including “piece goods made wholly or partially of 
cellulose derivatives” and “men’s and women’s underwear and sport 
shirts.” 

He then said: 


The only question in controversy between the parties is whether or not 
their trade-marks, as applied to the goods specified, are so nearly similar 
as to be likely to confuse the public or to deceive purchasers. The Examiner 
of Interferences ruled, and I am constrained to agree, that they are. 

By reason of its pictorial feature, applicant’s mark as a whole differs 
in appearance from the mark of opposer; but as I have frequently had 
occasion to observe, designs in trade-marks cannot be pronounced, and 
similarity in the sound of marks when spoken is alone sufficient to bring 
about confusion. Applicant’s goods would be known and called for as 
“Cal-Spun,” just as opposer’s goods are known and called for as “Cela- 
spun”; and that these two notations are confusingly similar, both in sound 
and in appearance, seems manifest. 


The applicant argued that the word “spun” is descriptive of 
the goods of both parties, and pointed out that in the applications 
it has been disclaimed. The Assistant Commissioner said: 


However, neither the disclaimer nor the asserted descriptiveness of the 
word detracts from the similarity of the marks. J. Greenbaum Tanning Co. 


1 Jules Weber, Inc. v. Ben-Burk, Inc., Canc. No. 3487, 163 M. D. 502, 
May 17, 1940. 
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'v. Respro, Inc., 25 C. C. P. A. 899, 94 F. (2d) 818 [28 T.-M. Rep. 128]; 
Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 752 [27 T.-M. 
Rep. 28].? 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of The Wahl Company to the ap- 
plication of Welsh Manufacturing Company for registration of the 
notation “Welsharp,” as a trade-mark for pens and mechanical 
pencils. 

Observing that applicant claimed use of its mark since October, 


1934, and that the opposition was predicated upon opposer’s owner- 


ship of the trade-marks “Eversharp,” registered October 25, 1921, 
for pencils; ““Wahl,” registered July 11, 1922, for fountain pens; 


and ““Wahl-Eversharp,” used upon pens and pencils since 1928, the 
Assistant Commissioner said: 


As pointed out by the Examiner, the marks are necessarily “displayed 
in small letters upon the pens and pencils of the parties”; and this fact 
enhances the likelihood of confusion. Aktiengesellschaft fur Feinmechanik 
vormals Jetter & Scheerer v. Kny-Scheerer Corporation, 23 C. C. P. A. 781, 
80 F. (2d) 268 [25 T.-M. Rep. 185]. Moreover, the goods are sold in the 
same stores, over the same counters, to the same class of purchasers; in 
part, at least, they are relatively inexpensive; and they are not only of the 
same descriptive properties, but are identical in character. Taking all 
these factors into consideration, and resolving possible doubts in opposer's 
favor, it is my opinion that there is at least a reasonable likelihood of con- 
fusion between applicant’s mark and either of opposer’s marks, “Ever- 
sharp,” and “Wahl-Eversharp.” 

Opposer has proved no actual confusion; whereas applicant introduced 
evidence tending to prove that none has occurred, despite the fact that the 
marks have been used concurrently, and, as stated in applicant’s brief, 
“side by side through the same channels,” for a number of years. I agree 
with counsel for applicant that the point merits consideration; but the 
ultimate question to be determined is not whether confusion has occurred, 
but whether it is likely to occur; and while “evidence of lack of confusion 
in the use of different marks may be persuasive that there is not likelihood 
of confusion .... such evidence cannot be controlling.” E-Z Mills, Inc. 
v. Martin Brothers Co., 25 C. C. P. A. 992, 95 F. (2d) 269 [28 T.-M. Rep. 
207]. 

Applicant insists that the expression “Eversharp” is descriptive of pen- 
cils. Be that as it may, the mark is registered to opposer, hence its 
validity must be presumed; “and if the mark of the applicant is so similar 
to the registered mark as to be likely to lead to confusion, the fact that the 
registered mark or a portion of it may be descriptive in character affords 
no justification for disregarding the similarity in passing upon the right to 


Celanese Corporation of America v. Worth Bros., Inc., Opp’n Nos. 
18,360 and 18,361, 163 M. D. 491, May 8, 1940. 
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register.” Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 
752 [27 T.-M. Rep. 28].8 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Hickey Freeman Company to 
the application of Benson Rixon Company for registration of the 
notation “Llamadero” as a trade-mark for men’s overcoats and 
topcoats. 

Noting that opposer relied upon its ownership of the trade-mark 
“Llamando” registered for the same goods some ten years prior to 
applicant’s date of first use, the Assistant Commissioner said: 


The only question to be determined is whether or not the two marks 
“Llamando” and “Llamadero,” applied to identical merchandise of the 
character here involved, are so nearly similar as to be likely to be confused. 
I am clearly of the opinion that they are. 

Applicant insists that the word “Llama,” alone, is descriptive, and urges 
that opposer is not entitled to prevent its use by others “in conjunction 
with dissimilar prefixes or suffixes.” That may be true, but it is likewise 
true that as a part of opposer’s registered mark the word may not be 
disregarded. Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. 
(2d) 752 [27 T.-M. Rep. 28]. The difficulty with applicant’s argument is 
that applicant’s suffix is not sufficiently dissimilar to opposer’s suffix to 
render the two marks as a whole distinctively different. In my opinion, they 
are very much alike, both in appearance and in sound. 


For the purpose of showing “the number of persons employing 
the descriptive mark, ‘Llama’ in conjunction with articles of 
clothing” and “that the mark ‘Llama’ has become public property,” 
applicant referred to certain registrations to third parties of marks 
including the word “Llama.” 

As to those registrations, the Assistant Commissioner said: 


.... they are of no avail to applicant in a proceeding of this character. 
This precise point was considered by the Court of Customs and Patent 
Appeals in Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 
1224, 83 F. (2d) 906 [26 T.-M. Rep. 481] 4 


He then quoted from the opinion of the court in the cited case to 
the effect that an applicant for the registration of a trade-mark does 
not strengthen his own case by pointing out a confusing similarity 


*The Wahl Company v. Welsh Manufacturing Company, Opp’n No. 
17,683, 163 M. D. 493, May 13, 1940. 

* Hickey Freeman Company v. Benson Rixon Company, Opp’n No. 
18,316, 163 M. D. 489, May 13, 1940. 
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between trade-marks registered in the Patent Office which are in- 


volved in applicant’s proceeding. 


Van Arspate, A. C.: Affirmed the decision of the Examiner of 
Interferences sustaining the opposition of Vanity Fair Silk Mills to 
the application of Nickels & Lauber Inc. (Nickels & Lauber, Inc., 
a corp. of N. Y., assignee, substituted) for registration of the word 
‘““Esquette” as a trade-mark for vests, panties, bloomers, briefs, 
chemises, slips, bandeaux, gowns, and pajamas for women. 

Pointing out that opposer is the owner of a registration of the 
trade-mark “‘Esquire’’ for hosiery, scarfs, neckties, and mufllers, 
the registration having issued prior to the date of first use claimed 
by applicant, the Assistant Commissioner said: 


Although the goods named in appellant’s application may be considered 
specifically different from the goods named in appellee's registration, the 
goods nevertheless are clearly of the same descriptive properties. The 
words “Esquire” and “Esquette” obviously have considerable similarity, not 
only in appearance but also when spoken, and in my opinion the similarity 
between these words, when used concurrently on the goods specified, is such 
as to be likely to cause confusion and mistake in the mind of the public.® 


Van Arspate, A. C.: Sustained the opposition of William J. 
Wardall, Trustee for the Estate of McKesson & Robbins, Inc., 
Debtor, to the application of Camden County Beverage Company, 
for registration of a trade-mark including the words “Lord Camden” 
prominently displayed and associated with the representation of a 
man, dressed in wig and gown, resting one hand on a book. 

The Assistant Commissioner noted that opposer’s mark includes 
the word “Lordship” in association with a picture of a mature man 
seated on a davenport before a fireplace in a living room or drawing 
room, and that the mark was registered prior to the earliest use 
asserted by applicant. 

As to the goods of the respective parties, he said: 


Appellant’s registration is for whiskey, and appellee’s application 
specifies only ale. These goods, though specifically different, are goods of 
the same descriptive properties, and, in considering the likelihood of con- 


5 Nickels & Lauber, Inc. (Nickels & Lauber, Inc., a Corp. of N. Y., 


Assignee, Substituted) v. Vanity Fair Silk Mills, Opp’n No. 17,267, 163 
M. D. 503, May 20, 1940. 
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fusion resulting from the concurrent use of the marks on the goods in- 
volved, it is proper to give consideration to the fact that purchasers 
frequently order and buy whiskey and ale by the drink and without see- 
ing the labels or trade-marks. Jacob Englander, doing business as Federal 
Products Co. y. Continental Distilling Co., 25 C. C. P. A. 1022; 95 F. (2d) 
320 [28 T.-M. Rep. 265]. 


As to the similarity of the marks he said: 


As to the words of the two marks, the first four letters of each are 
“Lord.” The subsequent letters of the marks are different. 

As to the pictures, it seems to me that the word “Lordship” in appel- 
lant’s mark very likely would indicate to purchasers that the man depicted 
in the mark was an English lord. The picture in appellant’s mark is stated 
to be of an English lord; specifically, Lord Camden, now deceased. The 
title “His Lordship” is appropriate to both pictures and could be properly 
so applied. In this respect the words and pictures of the two marks might 
quite likely give the same impression to the ordinary purchaser of whiskey 
or ale. 


He then said: 


The differences in the marks of the parties and the goods on which their 
marks are used are recognized. Nevertheless, when recognizing also the 
similarities between the marks when considered as a whole, the goods on 
which the marks are used and the people to whom such goods are sold, it 
is my opinion that confusion resulting from the concurrent use of the 
marks on the goods specified is likely, and even if there is doubt on the 
question, appellee not having adopted and used the mark until long after 
appellant’s registration of the mark asserted in this opposition, appellee’s 
mark is not entitled to registration. 


He then added: 


Opposer has taken exception to the privilege granted applicant after 
final hearing to amend the application by inserting therein the statement 
that “The portrait shown in applicant’s mark is Lord Camden, then Lord 
Chancellor of England, who died April 18, 1794.” Apparently, this amend- 
ment was suggested by the Examiner of Interferences at final hearing. To 
this amendment opposer filed objection on the ground that it was untimely. 
The Examiner thereupon noted the objections filed by opposer, and stated 
that, in accordance with the practice disclosed by the case of Art Metal 
Construction Co., Inc. v. Textile Publishing Co., Inc., 54 App. D. C. 75; 
294 Fed. 1006; 320 O. G. 449 [14 T.-M. Rep. 285], an oral hearing would be 
set, upon written request of the opposer, if filed within a certain time. 
Opposer filed no request for oral hearing nor amplified his objections within 
the time set. Opposer, on this appeal, now asserts that, had the statement 
of this amendment been in the application at the time the notice of opposi- 
tion was filed, “Opposer would in all probability have taken testimony on 
the other issue involved, namely, the confusing similarity of the two trade- 
marks.” When the matter of this amendment was before the Examiner of 
Interferences opposer made no such allegation, nor when the Examiner 
agreed to the amendment being entered did opposer move to reopen pro- 
ceedings to take testimony. Accordingly, it is too late at this time for 
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opposer to raise this objection. Under the prevailing practice, I con- 
sider the amendment to have been entered properly.® 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and dismissed the opposition of Dubonnet Wine Corpora- 
tion to the application of Ben-Burk, Inc. for registration of the 
notation ““Bourbonet” as a trade-mark for liqueurs. 

Observing that opposer relied upon its asserted ownership of the 
trade-mark ‘“‘Dubonnet,” registered for use upon wines, and that 
two registrations of this mark were pleaded in the notice of opposi- 
tion, namely, No. 119,580 and No. 319,695, both of which registra- 
tions antedate applicant’s first use of the mark sought to be regis- 
tered, the Assistant Commissioner said: 


I agree with the Examiner of Interferences that wines and liqueurs are 
goods of the same descriptive properties, and that as applied to such goods 
the two marks “Dubonnet” and “Bourbonet” are confusingly similar. Upon 


the record before me, however, I am of the opinion that the opposition should 
have been dismissed. 


He then recited the stipulated facts; and, noting that the Ex- 


aminer took the position that, because the date of the stipulation was 


five months subsequent to the filing of the notice of opposition, op- 


poser’s admission of nonuse did not prove that the mark was not 
being used by opposer at the time the notice was filed, he said: 


That this construction was erroneous is frankly conceded by opposer's 
counsel. 


* * * 


It thus becomes clear that the opposition must fail unless it be held that 
the “prima facie evidence of ownership” which attaches to a registered 
trade-mark under the provisions of Section 16 of the Act of February 20, 
1905, is not overcome by the affirmative admission of the registrant that it 
does not use, and consequently does not own, the registered mark. In my 
opinion that proposition is self-refuting. 

Counsel for opposer argue, and the Examiner of Interferences held, that 
the registrations pleaded in the notice of opposition constitute a bar to the 
registration of applicant’s mark, regardless of opposer’s alleged rights. 
That would be true were the registered marks owned by a third party, but 
that is not the case. While it appears that “Dubonnet” wine has been sold 
in the United States for many years, there is nothing in the stipulation of 


6 William J. Wardall, Trustee for the Estate of McKesson & Robbins, 
Inc., Debtor v. Camden County Beverage Company, Opp’n No. 17,570, 163 
M. D. 506, May 21, 1940. 
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facts to support a finding that the word “Dubonnet” had been used as a 
trade-mark on the wines so sold at any time prior to applicant’s filling date.’ 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the petition of Henry Kelly & Sons, Inc. for 
‘ancellation of trade-mark registration No. 347,019, issued June 15, 
1937, to Great Northern Wine Company, Inc. 

In his decision the Assistant Commissioner said: 

The registered mark is the notation “Dutch Boy,” and the mark relied 
on by petitioner is the notation “Old Dutch.” Petitioner has used its mark 
since 1935, whereas the earliest date of use of the registered mark claimed 
by respondent is January 4, 1937. Both marks are applied to wines. 

Considering the character of the goods involved, and the fact that they 
are identical, I am constrained to agree with the Examiner of Interferences 
that the trade-marks “Old Dutch” and “Dutch Boy” are too nearly similar 
to be concurrently used without likelihood of confusion.* 


Descriptiveness—Act of 1920 


Frazer, A. C.: Held that Abraham Sager (doing business as 
Paramount Wedding Ring Company) is not entitled to register the 


notation “Golden Wedding,’ under the provisions of the Act of 
February 20, 1905, as a trade-mark for various articles of jewelry, 
including wedding rings; but directed the Examiner 
posed amendment, filed August 23, 1939, bringing 
under the provisions of the Act of March 19, 1920. 


In his decision the Assistant Commissioner said: 


to enter a pro- 


the application 


The Examiner very properly refused registration under the Act of 
1905, on the ground that the mark is descriptive of the goods. It appears, 
however, that the Examiner also refused to enter a proposed amendment, 
filed August 23, 1939, bringing the application under the provisions of the 
Act of March 19, 1920; and in this I think he erred. 

The word “golden,” standing alone, is doubtless descriptive of all 
jewelry; and so, of course, is the word “wedding” descriptive of wedding 
rings. In combination, however, the two words “golden wedding,’ while 
also in one sense descriptive of wedding rings, primarily signify a fiftieth 
wedding anniversary. 

Descriptiveness is no bar to registration of a trade-mark under the Act 
of 1920, provided only that such mark is capable of trade-mark significance. 
I think applicant’s mark meets that test.® 


7 Dubonnet Wine Corporation v. Ben-Burk, Inc., Opp’n No. 18,468, 163 
M. D. 516, May 31, 1940. 


S’ Henry Kelly, Inc. v. Great Northern Wine Co., Inc., Canc. No. 3445, 
163 M. D. 518, May 31, 1940. 

®Ex parte Abraham Sager (doing business as Paramount Wedding 
Ring Company), Ser. No. 410,147, 163 M. D. 510, May 24, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Nash-Kelvinator Corporation 
to the application of Imperial Tire Company for registration of the 
name “Lafayette,” in association with an alleged portrait of General 
Lafayette, as a trade-mark for automobile tires and tubes. 

Reviewing the facts, the Assistant Commissioner said: 


Opposer alleged and proved its ownership of three registrations, all 
issued prior to applicant’s first use of the mark here sought to be regis- 
tered. Only one of these need be considered. It is of the same name and 
an admittedly “fanciful portrait” of the same general. Both this mark and 
applicant’s have other design features, and in the absence of the name no 
one would suspect that the two portraits were intended to depict the same 
individual, but in legal contemplation the marks are nevertheless substan- 
tially identical. Opposer’s mark is registered for automobiles. 

Applicant points out that opposer has failed to prove recent use of its 
mark in the exact form disclosed in the registration. However, there is no 
proof of the abandonment, and opposer’s continued ownership of the mark 
as registered must be presumed. This presumption is strengthened by the 
fact that the registration was issued only three years before testimony was 
taken. 


In answer to applicant’s contention that automobiles and auto- 


mobile tires are not merchandise of the same descriptive properties, 


the Assistant Commissioner said: 


The Examiner relied upon the case of Studebaker Corporation v. 
Standard Four Tire Co., 159 M. D. 471, 27 U. S. P. Q. 148 [25 T.-M. Rep. 
627], where the First Assistant Commissioner held that they are. Appli- 
cant argues that the cited case is not controlling, because it was decided 
without brief or argument on behalf of the losing party. Be that as it may, 
the decision was unquestionably controlling so far as the Examiner of In- 


terferences was concerned; and here it must either be followed or over- 
ruled. 


He distinguished the instant case from the case of G & J Tire 
Co. v. G. J. G. Motor Car Co., 39 App. D. C. 508 [3 T.-M. Rep. 
243], cited by applicant, and said: 

It is my opinion that confusion would inevitably result from the con- 
current use of applicant’s mark on automobile tires and tubes, and opposer’s 
mark on automobiles; that these goods are of the same descriptive proper- 


ties within the meaning of the statute; and that the opposition to registra- 
tion of applicant’s mark was properly sustained.?° 


10 Nash-Kelvinator Corp. v. Imperial Tire Co., Opp’n No. 18,102, 163 
M. D. 512, May 24, 1940. 
















THIRTIETH TRADE-MARK REPORTER 


Descriptive Terms 





Frazer, A. C.: Held that General Permanent Wave Corpora- 
tion is not entitled to register, under the Act of 1905, the notation 
“Vaper Marcel” as a trade-mark for hair-waving pads. 


In his decision the Assistant Commissioner said: 












Two applications are involved, between which the Examiner required 
election. Applicant traverses that requirement; but, as registration was 
properly refused in both cases, the point becomes immaterial. 

The Examiner refused registration on the ground that the mark is 
descriptive of the goods. Applicant does not deny that its hair-waving 
pads are used in applying vapor marcels, but argues that this fact does not 
render the mark descriptive of the pads, “or of the character or quality of 
such goods,” within the meaning of Section 5 of the Trade-Mark Act the 
Trade-Mark Act of February 20, 1905, under the provisions of which act 
the applications were filed. 

I think the argument is untenable. In my opinion the purpose for which 
an article of merchandise is intended to be used is manifestly characteristic 
of the article.“ 



















Frazer, A. C.: Reversed in part the decision of the Examiner of 
Interferences and dismissed the opposition of Pabst-Ett Corporation 
to the application of Dr. W. J. Ross Company for registration of the 
word “Nippy” as a trade-mark for canned dog and cat food, but 
affirmed the Examiner’s adjudication that applicant is not entitled to 
the registration applied for. Opposer uses the same mark on cheese. 
In his decision the Assistant Commissioner said: 


I agree with counsel for applicant that the mark is purely descriptive 
of opposer’s goods. In fact “nip” is defined in Webster’s New International 
Dictionary as “a tang or bite of cheese.” Nevertheless, as between the 
parties to this proceeding opposer was the first to use the mark, and would 
be likely to suffer injury by its registration to applicant for use with goods 
of the same descriptive properties. 

I am clearly of the opinion, however, that applicant’s dog and cat food 
is not of the same descriptive properties as opposer’s cheese. Cheese, and 
especially the particular type of cheese to which opposer applies the alleged 
trade-mark here in question, is intended primarily for human consumption, 
while applicant’s product is suitable only for use in feeding animals. The 
Examiner points out that cheese is sometimes used as an ingredient of dog 
foods, and that applicant’s goods and opposer’s may well be sold in the same 
stores. But as I had occasion to observe in the somewhat similar case of 
Kellogg Co. v. Bremner Bros., 163 M. D. 488, 45 U.S. P. Q. 446, neither of 


11 Ex parte General Permanent Wave Corporation, Ser. No. 378,781 and 
378,782, 163 M. D. 494, May 15, 1940. 


DECISIONS OF THE COMMISSIONER OF PATENTS 409 


these factors is of controlling importance in determining whether or not 
two items of merchandise possess the same descriptive properties. 

While I think the opposition should have been dismissed, I am also of 
the opinion that the registration applied for should have been refused on 
the ground that the mark is either descriptive or misdescriptive of appli- 
cant’s goods. Another definition of the word “nip,” found in Webster's 
New International Dictionary, is “a biting or pungent flavor.” Hence to 
refer to a food, either human or animal, as being “nippy,” is necessarily to 
describe its flavor. The statute forbids registration of marks consisting 
“merely in words or devices which are descriptive of the goods with which 
they are used, or of the character or quality of such goods”; and that flavor 
is a characteristic of food seems manifest.!* 


Frazer, A. C.: Held that Ed. Friedrich, Inc. is entitled to regis- 
ter the notation ‘“Coolite’’ as a trade-mark for apparatus used for 
supplying current for operating neon type light emitting tubes and 
comprising a unit embodying a casing in which is contained the 
necessary current control switches, and transformer, but not includ- 
ing the light-emitting tubes themselves. 

The Examiner refused registration on the ground that the mark 
is descriptive of the goods. In his decision the Assistant Commis- 
sioner said: 

I am inclined to agree with counsel for applicant that, while the mark is 
highly suggestive, it is not objectionably descriptive of the merchandise to 
which it is appropriated.’ 

Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the petition of Plough, Inc., to cancel trade-mark 
registration No. 245,459, issued August 14, 1928, to Henry E. Coup- 
land (William C. Howell, Assignee, Substituted). 

Pointing out that the registered mark is the word “Alkalax,” 


ownership of which is claimed by both parties as applied to certain 


medicinal preparations, that petitioner pleaded and attempted to 
prove continuous use of the mark by itself and its predecessors since 
“prior to 1911,” and that respondent took no testimony, the Assistant 
Commissioner said: 


The facts upon which petitioner relies are correctly summarized in its 
brief on appeal as follows: 


12 Pabst-Ett Corporation v. Dr. W. J. Ross Co., Opp’n No. 18,409, 163 
M. D. 504, May 21, 1940. 

13 Ex parte Ed. Friedrich, Inc., Ser. No. 417,054, 163 M. D. 511, May 24, 
1940, 





410 THIRTIETH TRADE-MARK REPORTER 


“It clearly appears from the evidence that the mark ‘Alkalax’ was 
adopted by the Webster Warnock Chemical Co. about 1911, that that busi- 
ness was taken over by the Barksdale Chemical Company about 1927 and 
continued by that company, and that the assets of the latter company in- 
cluding trade-marks and good-will, were sold to Plough, Inc., on October 
1, 1937, by the trustee in bankruptcy of the Barksdale Chemical Company.” 


The Examiner of Interferences was of the opinion that no actual 
use of the mark, as a trade-mark by any of these three concerns, had 


been shown to have occurred; but the Assistant Commissioner said: 


I am inclined to agree with counsel for petitioner that the use made of 
the mark by both Webster Warnock Chemical Co. and Barksdale Chemical 
Company was at least analogous to trade-mark use. There is no direct 
evidence that it was ever affixed to the goods of either, but the product was 
known by that name and was so ordered by customers. Under the doctrine 
of John Wood Manufacturing Co. v. Servel, Inc., 22 C. C. P. A. 1370, 77 F. 
(2d) 946 [25 T.-M. Rep. 407], it is possible that the showing made in that 
regard was suflicient. 


He then said: 


The fatal weakness of petitioner’s case is that there is no proof in the 
record that petitioner itself has used the mark. 


After quoting from testimony on behalf of petitioner, the As- 
sistant Commissioner said: 


In my opinion that testimony is clearly insufficient to support a finding 
that petitioner was using, or had used, the word “Alkalax” as a trade-mark. 
Upon this important issue it seems to me that petitioner must be presumed 
to have made the strongest showing available, and the very fact that it 
contented itself with proof of so vague and indefinite a nature is rather 
convincing to my mind that no such use had occurred. This conviction is 
strengthened by the fact that the specimen labels attached to the petition 
to illustrate the manner in which the mark is alleged to have been used by 
petitioner and its predecessors bear the name of Barksdale Chemical Com- 
pany. The petition was filed more than a year after petitioner’s purchase 
of the assets of that company, and it seems reasonable to suppose that peti- 
tioner would have attached its own labels had it possessed any. 

As petitioner has failed to prove that it had used the trade-mark in 
question at the time its petition to cancel was filed, petitioner’s claim of 
injury by reason of respondent’s registration is manifestly untenable. Model 
Brassiere Co. v. Bromley-Shepard Co., 18 C. C. P. A. 1294, 49 F. (2d) 482 
{?1 T.-M. Rep. 382]; Skene v. Marinello Co., 50 App. D. C. 265, 270 Fed. 
(01,14 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade- 
Mark Interferences sustaining the petition of Brown Durrell Co. to 


14 Plough, Inc. v. Henry E. Coupland (William C. Howell, Assignee, Sub- 
stituted), Cane. No. 3453, 163 M. D. 513, May 28, 1940. 
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cancel registration No. 351,431, issued October 26, 1937, under the 
provisions of the Act of March 19, 1920, to Charles E. Jordon. 

After pointing out that respondent’s mark is the name “Jordon,” 
that the mark relied upon by petitioner is the name “Gordon,” regis- 
tered under the so-called ten-year proviso of the Act of February 20, 
1905, and that both marks are used with hosiery, the Assistant Com- 
missioner said: 


I have given very careful consideration to the able argument advanced 
by counsel for respondent, but I am constrained to agree with the Examiner 
that the two marks, when applied to identical merchandise of the character 
here involved, are so nearly similar as to be likely to cause confusion. Re- 
gardless of respondent’s unquestioned right to use his own name upon his 


goods, it follows that its registration as a trade-mark, even under the Act 
of 1920, was improper. 


Goods of Same Descriptive Properties 


Van Arspae, A. C.: Affirmed the decision of the Examiner of 
Interferences sustaining the opposition of Saul Kurlander to the 
application of California Consolidated Water Company for regis- 
tration of the word “Arrowhead,” associated with a representation 
of a flint arrowhead, as a trade-mark for natural, mineral, and other 
potable water. 

Pointing out that applicant is engaged in the business of bot- 
tling and selling distilled and carbonated mineral spring water in 
containers for drinking purposes, that opposer is in the business 
of bottling and selling non-alcoholic beverages, commonly known as 
soft drinks, and also carbonated water for drinking purposes, and 


that both of these businesses have been conducted for many years un- 


der trade-marks that are substantially identical, comprising the 


word “Arrowhead” associated with a representation of a flint arrow- 
head, the Assistant Commissioner recited the related facts, including 
agreements between the parties, and with reference thereto, he said: 

Thus it appears that the drinking water business was initiated by one 
of applicant’s predecessor companies before the beverage business was be- 


gun, and this drinking water business, including both still and carbonated 
water, has passed uninterruptedly to applicant. Neither applicant nor 


15 Brown Durrell Co. v. Charles E. Jordon, Canc. No. 3290, 163 M. D. 515, 
May 31, 1940. 
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any of its predecessor companies ever parted with the right to bottle and 
sell either still or carbonated water. On the other hand, applicant never 
acquired the right to use the mark on soft drink beverages, and in fact, 
expressly agreed to exclusive use of the mark on soft drink beverages by 
another—now the opposer. Applicant further agreed to allow non-exclusive 
use of the mark in a limited and restricted manner on carbonated drinking 
water. 


As to the goods of the respective parties, he said: 


The goods named in the opposed application, to wit, natural, mineral 
and other potable water, referring obviously to applicant’s still and car- 
bonated spring water, are unquestionably goods of the same descriptive 
properties as the soft drink beverages and carbonated water on which op- 
poser uses substantially the same mark. 


He then concluded: 


Accordingly it seems that the concurrent use of these marks on the 
goods of the respective parties would cause confusion and would be likely 
to deceive purchasers, and notwithstanding the fact that applicant may 
assert prior ownership through its predecessors of substantially the same 
trade-mark, and its registration for drinking water, such prior ownership 
and registration by applicant through its predecessors does not deprive 
opposer of his right to oppose on the ground of confusion and deception of 
the public, or negative the presumption of damage resulting to opposer from 
such registration, for the reason that the record shows applicant to have 
agreed to opposer having the right as against applicant to the use of sub- 
stantially the same mark on goods of the same descriptive properties. The 
mere fact that opposer may be precluded by the facts of the case from as- 
serting damage by the continued use by applicant of the original mark on 
still and carbonated drinking water does not, to my mind, preclude him 
from asserting damage from a subsequent registration, even though there 
is no substantial difference between the marks and the goods of the former 
and the latter. It seems to me that opposer has shown himself possessed of 
a sufficient right as against applicant to the use of the conflicting mark on 
identical and similar goods to entitle him to oppose the new registration 
applied for. Malone v. Procter & Gamble Company, 20 C. C. P. A. 1150; 
65 F. (2d) 154 [23 T.-M. Rep. 438]. 

Accordingly, it is my opinion that the opposition should be sustained on 
the confusion in trade clause of Section 5 of the Trade-Mark Act of 1905. 


Continuing, the Assistant Commissioner said: 


We now come to the holding of the Examiner of Interferences that, 
because it appears that after Arrowhead Springs Corporation in 1929 as- 
signed to applicant the drinking water business and registration No. 98,053, 
Arrowhead Springs Corporation, and its successor, Arrowhead Springs 
Corporation, Ltd., continued to use the mark in connection with soft drinks, 
goods possessing the same descriptive properties as drinking water, appli- 
cant is not entitled to make the allegations required by Section 2 of the 
Act of 1905, namely, that: 
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“ 


. no other person, firm, corporation, or association, to the best of 
the applicant’s knowledge and belief, has the right to use such trade-mark 
in the United States, .. .” : 

and therefore the registration must be refused. In this connection it is 
noted that the continued use of the mark on soft drinks and also on car- 
bonated drinking water by Arrowhead Springs Corporation, and its suc- 
cessors and assigns—which includes the present opposer—was by written 
consent and agreement of applicant. 


* * * 


In my opinion, such right in possession of opposer, by express consent 
and agreement of applicant, and in reduction of exclusive rights to use of 
the mark by applicant establishes clearly that applicant is not justified in 
making the allegations as to right to exclusive use of the mark as is con- 
templated by Section 2, of the Act of 1905, and therefore the Examiner did 
not err in refusing the registration on that ground. Malone v. Procter & 
Gamble Company, supra; The Davies-Young Soap Company v. R. M. Hol- 
lingshead Corporation, 45 U. S. P. Q. 286, decided April 23, 1940, by 
Assistant Commissioner Frazer. 


The Assistant Commissioner then said: 


There now remains to consider the holdings of the Examiner of Inter- 
ferences that the mark applied for is merely geographical and merely 
descriptive of the goods, namely, natural, mineral and other potable water. 
I disagree with both holdings. ‘The name of the geographical location 
noted by the Examiner is Arrowhead Springs, California. The word “Ar- 
rowhead” is not the complete name of Arrowhead Springs, and to my 
mind would predominantly convey the meaning of an arrowhead for an 
arrow rather than indicate the spa having the geographical name “Arrow- 
head Springs,” particularly as the word “Arrowhead” in the mark is ac- 
companied by a prominent representation of a flint arrowhead; and I am 
unable to recognize any physical or functional characteristic or quality of 
any drinking water, whether from Arrowhead Springs, California, or else- 
where, which would be described or indicated by the word “Arrowhead” or 
by the representation of a flint arrowhead or by both together.'6 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of the Mishawaka Rubber and 


Woolen Manufacturing Company to the application of The H. C. 


Godman Company for the registration of a trade-mark described by 


the Examiner in his decision as follows: 


The mark shown in the application here involved comprises the notation 
“Bel-View” prominently displayed within a pair of approximately circular 
lines in association with the picture of a nurse’s head and the disclaimed 
words “Nurse Oxford,” all upon a red panel. This panel, which is gen- 
erally circular in form, has irregular edges, its outline somewhat resembl- 
ing that of a wax impression seal. 


‘6 Saul Kurlander v. California Consolidated Water Company, Opp’n No. 
15,662, 163 M. D. 495, May 16, 1940. 
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Observing that the registered mark upon which the opposition is 
based is referred to in the notice as a “circular figure or disk of a 
red or reddish color,” that both marks are used with boots and shoes, 
and that opposer is by many years the prior user, the Assistant 
Commissioner pointed out that the only question for determination 
was whether applicant’s mark so nearly resembles the mark of op- 
poser as to be likely to confuse the public or to deceive purchasers. 
He then said: 


An inspection of the marks convinces me that confusion is unlikely. 
Their only resemblance is that in background applicant’s mark is the same 
color, and roughly the same shape, as opposer’s. This background, how- 
ever, is obscured by other matter to such an extent that it becomes rela- 
tively insignificant. Regardless of testimony to the contrary, it is my 
opinion that applicant’s mark is dominated by the nurse’s head and the 
notation “Bel-View”; and I think those are the features that would impress 
the mind of the average purchaser. 

Obviously, there could be no resemblance between the marks except in 
appearance; and as they differ sufficiently in that respect to insure against 
any reasonable likelihood of confusion, the opposition was properly dis- 
missed,17 


Non-Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Kellogg Company to the ap- 
plication of Bremner Bros. for registration of the word “‘Hexies”’ as 
a trade-mark for crackers. 


Observing that opposer pleaded and established its use of the 
trade-mark “‘Hexite,” since a time earlier than applicant’s first use 
of the mark sought to be registered, in connection with goods 
described in opposer’s brief as “dog foods, poultry foods, and other 
animal foods,’ the Assistant Commissioner said: 


I am clearly of the opinion that opposer’s goods and those of applicant 
are not of the same descriptive properties. In support of its argument to 
the contrary opposer points out that both contain cereal or grain products; 
and that to a limited extent both are sold in the same stores, this being 
particularly true as to chain stores. Opposer concedes, however, that its 
goods are suitable only for use as animal feeds, while applicant’s crackers 
are designed exclusively for human consumption. 

Obviously, the mere fact that two items of merchandise have an in- 
gredient in common is not of controlling importance in determining whether 


17 Mishawaka Rubber and Woolen Manufacturing Company v. The H. G. 
Godman Co., Opp’n No. 18,133, 163 M. D. 500, May 17, 1940. 
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or not they possess the same descriptive properties; nor is the fact that they 
are sold in the same stores. As was observed by the Court of Customs and 
Patent Appeals in Kraft-Phenix Cheese Corporation v. Consolidated Bever- 
ages, Limited, 107 F. (2d) 1004, 44 U. S. P. Q. 41, “it is a matter of com- 
mon knowledge that such institutions [as chain stores] sell an almost un- 
limited variety of articles in distinct and substantially unrelated lines of 
trade.” 

The goods to which the marks of the parties are respectively applied 
being of different descriptive properties, the similarity of the marks be- 
comes immaterial. . 


He then quoted from the decision of the Court of Customs and 
Patent Appeals in General Mills, Inc. v. Freed, 24 C. C. P. A. 1171, 
89 F. (2d) 664 [27 T.-M. Rep. 828], to the effect that if the marks 
closely resemble one another, or even if they are identical, confusion 
in trade will not be likely to result in a statutory sense, unless the 


goods of the parties possess the same descriptive properties. 


In answer to opposer’s argument that applicant’s mark is descrip~- 
tive of its goods, the Assistant Commissioner said: 


Passing over the objection that this is a matter upon which opposer is 
not entitled to be heard, I do not think the point is well taken. While pos- 
sibly suggestive of the shape of the particular cracker which applicant is 
now putting out under the mark, I do not find the mark to be objectionably 
descriptive.1§ 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of William J. Wardall, Trustee of 
the Estate of McKesson & Robbins, Incorporated, Debtor, to the 
application of Nyal Company for registration of the notation “Ny- 
Aqua,” with a disclaimer of the word “‘aqua,” as a trade-mark for a 
medicinal preparation for nasal congestion, associated with or due 
to common colds, sinusitis, rhinitis, and hay fever. 

Opposer relied on its trade-mark ‘‘Aqua-Drin,” registered for 
“nose drop and nose spray” prior to the date of first use claimed 
by applicant. 

In his decision the Assistant Commissioner said: 


No question of priority is raised, nor is it disputed that the goods of the 
parties are of the same descriptive properties. The Examiner was of the 
opinion, however, that applicant’s mark does not so nearly resemble the 
mark of opposer as to be likely to cause confusion in trade. I find myself 


18 Kellogg Company v. Bremner Bros., Opp’n No. 17,904, 163 M. D. 488, 
May 6, 1940. 
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in complete agreement with that opinion. The marks neither look alike nor 
sound alike; and the only meaning they have in common resides in the 
descriptive word “aqua,” to which can be attributed little, if any, signifi- 
cance as denoting origin. 


Because the major portion of opposer’s brief on appeal was de- 
voted to the proposition that applicant’s mark should be refused 
registration because its only undisclaimed feature, namely, the prefix 
“Ny,” is geographical, the Assistant Commissioner said: 


This allegation was not pleaded in the notice of opposition, and presents 
a question upon which opposer is not entitled to be heard. Nevertheless it 
will be considered as a possible ground of ex parte rejection of the applica- 
tion. 

Opposer’s argument is that the capital letters “NY” necessarily mean 
“New York.” I do not think so. It will be observed that in applicant’s 
mark the letters are not followed by periods, and are not spaced apart. 
Thus they would normally be read together as the first syllable of the mark, 
rather than separately as initials. I doubt that anyone seeing the mark on 
applicant’s goods would attach any geographical significance thereto.!® 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Hygrade Sylvania Corporation 
to the application of Sontag Chain Stores Co., Ltd. for registration 
of the notation “Hy-Ray”’ as a trade-mark for radio tubes. 


The Assistant Commissioner reviewed the facts as follows: 


In the notice of opposition opposer pleaded its ownership and use of 
several marks all of which include the word “Hygrade.” Two of these 
marks have been registered under the provisions of the Act of February 20, 
1905, and one under the provisions of the Act of March 19, 1920, for goods 
of the same descriptive properties as those set forth in the application, all 
three registrations having issued some years prior to applicant’s first use 
of the mark here sought to be registered. 

There is no satisfactory proof of opposer’s ownership of the mark dis- 
closed in the 1920 registration, hence it may be disregarded. Of the 1905 
registrations only one need be considered, because in the other the goods 
are not the same as applicant’s and the marks of the two registrations are 
substantially identical. 

Opposer’s mark as disclosed in registration No. 288,095 is a triangular 
figure in association with the word “Hygrade,” which word is disclaimed 
“apart from the mark shown in the drawing.” The goods to which the 
mark is appropriated are described as “electron radio tubes.” It is the 
disclaimed word “Hygrade” which opposer asserts to be deceptively 
simulated by applicant’s mark “Hy-Ray.” 


19 William J. Wardall, Trustee of the Estate of McKesson & Robbins, 


Incorporated, Debtor v. Nyal Company, Opp’n No. 18,378, 163 M. D. 501, 
May 17, 1940. 
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He then said: 


The Examiner of Interferences dismissed the opposition primarily be- 
cause of opposer’s lack of ownership of the word “Hygrade” as a trade- 
mark. Opposer cites my decision in the recent case of Illuminating Engi- 
neering Society v. Seelig Specialties Co., 504 O. G. 856, 42 U. S. P. Q. 282, 
in which I expressed the opinion “that an opposer is not required to own 
a trade-mark or to use it strictly as such in order to prevent registration 
to another of a confusingly similar mark.” I think that is a correct state- 
ment of law, but in passing upon the question of confusing similarity the 
nature of an opposer’s mark must be taken into consideration. 


He then quoted from the case of American Brewing Co. v. 
Delatour Beverage Corporation, 26 C. C. P. A. 778, 100 F. (2d) 
253 [29 T.-M. Rep. 40], to the effect that disclaimed words, 


although they are a part of the mark, can only in a very minor degree 


indicate origin of goods in the registrant. 
He then said: 


The word “Hygrade” in opposer’s mark, which obviously means “high 
grade,” is purely descriptive, and was disclaimed for that reason. “High 
grade” is an expression in common use to denote superior quality. Being 
thus generally understood, and being capable of indicating origin “only in 
a very minor degree,” the alleged similarity of opposer’s word to applicant's 
mark is of considerably less importance than if it were an arbitrary term. 
There is some resemblance in appearance and in sound between the nota- 
tions “Hy-Ray” and “Hygrade”; but when opposer’s mark in its entirety is 
compared with applicant’s mark, I think there is no reasonable likelihood 
of confusion between the two. 


He then added: 


The Examiner appears to have assumed that opposer was asserting as 
an additional ground of opposition that applicant’s mark is an appropria- 
tion of opposer’s corporate name. I find no such allegation in the notice 
of opposition, and even had it been pleaded I am clearly of the opinion 
that it is untenable.*° 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of R. H. Macy & Co., Inc., of 
New York, N. Y., to the application of The Majestic Knitwear Com- 
pany, of Cleveland, Ohio, for registration of the notation ‘“‘Match- 
Trix” in association with the representation of two crossed matches 
as a trade-mark for “women’s and girls’ outer skirts, sweaters, and 


20 Hygrade Sylvania Corporation v. Sontag Chain Stores Co., Ltd., Opp’n 
No. 17,111, 163 M. D. 509, May 24, 1940. 
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dresses”; but held that applicant must file an appropriate disclaimer 
of the word “Match” before its mark will be registered. 


In his decision the Assistant Commissioner said: 


































Prior to applicant’s adoption of the mark sought to be registered opposer 
had used the marks “Matchmates” and “Match-Makers” in connection with 
similar merchandise, both of which are alleged to be so nearly simulated by 
applicant’s mark that confusion is likely to result. 

It clearly appears from the record that the word “Match” is descriptive 
of the goods of both parties. This is conceded by counsel for applicant, 
and they have agreed that it should be disclaimed in applicant’s mark as a 
condition precedent to registration. 

I agree with opposer’s counsel that the descriptiveness of this word is of 
little consequence in determining the question of confusing similarity be- 
tween the marks; but it seems to me that applicant’s mark differs sufficiently 
from each of the marks relied upon by opposer, in appearance, in sound, 
and in meaning, as to insure against any reasonable likelihood that their 
concurrent use will confuse the public or deceive purchasers. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed, but applicant is required to file an appropriate disclaimer of the 
word “Match” before its mark will be registered.”1 


Non-Descriptive Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade- 
Mark Interferences dismissing the petition of Standard Oil Com- 





pany of New Jersey to cancel trade-mark registration No. 313,597, 
issued June 5, 1934, under the provisions of the Act of February 20, 
1905, to The Eldorado Refining Company. 

Observing that respondent’s mark is the word “Fleet,” which is 
registered for gasoline, and that the petition alleges that the mark 
is descriptive of applicant’s goods and that petitioner is injured by 
reason of the fact that it has been refused registration of two trade- 
marks for goods of the same descriptive properties held to be con- 
fusingly similar thereto, the Assistant Commissioner pointed out 
that the determinative question presented is whether or not the reg- 
istered mark is in fact descriptive of gasoline “or of the character or 


quality of such goods,” within the meaning of Section 5 of the act, 
and said: 








One definition of the word “fleet” given in Webster’s New International 
Dictionary is “a number of motor vehicles operated under unified control.” 


21 R. H. Macy & Co., Inc. v. The Majestic Knitwear Company, Opp’n No. 
18,153, 163 M. D. 484, April 30, 1940. 
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That the word is commonly used in the motor transport industry to con- 
vey that meaning is clearly established by the record. However, it does not 
necessarily follow that merely because descriptive of a group of vehicles 
in the operation of which gasoline is used, the word is also descriptive of 
the character or quality of gasoline. There is nothing in the record to 
indicate that the gasoline used by fleet operators differs in any respect 
from ordinary gasoline, or even that respondent trades with such opera- 
tors. Counsel for petitioner point out that several witnesses, including 
some called by respondent, expressed the opinion that “fleet” is descriptive 
as applied to motor oil. None was questioned as to its significance in rela- 
tion to gasoline; but even had the testimony been directed expressly to 
the latter product, it would not alter my own opinion that respondent’s 
mark does not describe the goods for which it is registered, nor any 
quality or characteristic of such goods. It is doubtless suggestive, but I 
think its suggestiveness is of swiftness in motion.?? 


Surname 


Frazer, A. C.: Held that The MacGregor Company, of Dayton, 
Ohio, is not entitled to register the name “MacGregor,” under the 
provisions of the Act of February 20, 1905, as a trade-mark for 
“golf clubs and parts thereof, golf balls, golf bags, golf markers, 
golf tees, and golf practice devices.” 

Noting that the Examiner refused registration on the ground 
that the mark is a surname not distinctively displayed and that, as 
shown on applicant’s drawing, the name is printed in bold script 
letters, described in the brief as being unconventional and fanciful, 
and that applicant’s counsel argues that within the meaning of Sec- 
tion 5 of the act this constitutes a “particular or distinctive manner” 
of printing, the Assistant Commissioner said: 

On authority of In re Nisley Shoe Co., 19 C. C. P. A. 1211, 58 F. (2d) 
426 [22 T.-M. Rep. 265], counsel’s contention must be overruled, because the 
test there prescribed by the Court of Customs and Patent Appeals has not 
been met. 

In answer to applicant’s argument that the word sought to be 
registered, by reason of its long use, has acquired a secondary mean- 
ing in connection with applicant’s goods, and has thus ceased to be 
“merely” the name of an individual, he said: 


It is now well settled, however, that secondary meaning adds nothing to 
the registrability of a word or expression that is otherwise nonregistrable 


22 Standard Oil Co. of N. J. v. The Eldorado Refining Co., Canc. No. 
3,407, 163 M. D. 490, May 8, 1940. 
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under the statute. The Kay & Ess Co. v. Coe, 68 App. D. C. 3, 92 F. (2d) 
552 [27 T.-M. Rep. 625]; In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 
804, 86 F. (2d) 830 [27 T.-M. Rep. 83]. 


As applicant has previously been granted a registration of the 
name “‘MacGregor”’ for golf clubs and golf balls, that fact was relied 
upon as being entitled to “considerable weight and persuasiveness as 
to registrability in the present instance” and the Assistant Commis- 
sioner said: 


Upon this point counsel cites my decision in Ex parte New York Evening 
Journal, Inc., 505 O. G. 1034, 42 U. S. P. Q. 467, where I expressed the opin- 
ion “that after a mark has once been registered its owner is entitled to the 
benefit of any reasonable doubt as to the registrability of the same or a 
closely similar mark upon a subsequent application to register.” I further 
stated in that case, however, that I was unable to apply the rule because I 
could find no room for doubt. That is equally true here, because in my 
opinion applicant’s mark as presented is clearly nonregistrable.* 


23 Ex parte The MacGregor Company, Ser. No. 407,871, 163 M. D. 476, 
April 19, 1940. 





